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Younes Ruspser Corporation v. C. I. Lee & Co., ef at. 
United States Circuit Court of Appeals, Second Circuit 


August 18, 1930 


Trape-Mark INFrInNGeEMENT—Svuit—Lack or Evipence or Interstate SALEs 

—J URISDICTION. 

Where, in a suit to restrain infringement of the registered trade- 
mark “Trojan” used on rubber articles, defendant’s sales put in evi- 
dence were restricted to intrastate sales, no use of the mark between 
the several states or with foreign countries being shown, the decree 
of the lower court dismissing the complaint for lack of equity was 
reversed with directions for dismissal on the ground of lack of juris- 
diction. 

In equity. Action for trade-mark infringement. From a 
decision of the United States District Court, Southern District of 
New York, dismissing the bill for want of equity plaintiff appeals. 
Reversed with directions to dismiss on the ground of lack of juris- 


diction. 


Crichton Clarke, of New York City, for appellant. 
Bernard Katzen, of New York City, for appellees. 


Suit in equity by Youngs Rubber Corporation charging in- 
fringement by defendant of plaintiff's registered trade-mark, 
and seeking an injunction and accounting. After final hearing, 
the bill was dismissed for want of equity. The plaintiff has ap- 
pealed. Reversed. 

The bill alleges that the plaintiff, a New York corporation, 
has, since 1916, sold in interstate commerce, packages of prophy- 
lactic rubber articles for the prevention of contagious diseases 
upon which was placed as a trade-mark the word “Trojan”; that 
in 1926, being entitled to the exclusive use of said trade-mark, 
plaintiff applied for registration thereof in the United States Pat- 
ent Office and duly obtained a certificate of registration, and there- 
after marked its articles with said registered trade-mark; that the 
defendants, the corporate defendant being a New York corporation 
and the individual defendant a citizen of the same State, have in- 
fringed this trade-mark by applying it to similar goods manufac- 
tured and sold by them; wherefore plaintiff prays for an injunc- 
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tion and accounting. The answer denied everything except the 
citizenship of defendants, and set up as affirmative defenses the 
illegality of plaintiff's business and the illegality of its trade-mark. 
The answer also denied jurisdiction of the court. After the hear- 
ing of evidence, the bill was dismissed for want of equity on the 
ground that both parties were engaging in illegal business. 


Swan, C. J.: The questions of law which have been argued 
by the parties cannot properly be decided upon this record. There 
being no diversity of citizenship, the district court is without jur- 
isdiction to grant relief except pursuant to the terms of the Trade- 
Mark Act of 1905 as amended, Hunyadi Janos Corp. v. Stoeger, 
10 F. (2d) 26 (C. C. A. 2) [18 T.-M. Rep. 101]. Assuming the 
validity of the plaintiff's trade-mark, and assuming further that 
its right to maintain suit has not been lost by use of the trade- 
mark in unlawful business, as provided by section 21 (15 U. S. 
C. A., section 101), its case fails for want of proof of any use of 
the mark by defendants in interstate or foreign commerce. Sec- 
tion 16 of the act (15 U.S. C. A., section 96) provides as follows: 


“ 


. . Any person who shall, without the consent of the owner 
thereof, reproduce, counterfeit, copy, or colorably imitate any such trade- 
mark and affix the same to merchandise . . . and shall use, or shall 
have used, such reproduction, counterfeit, copy, or colorable imitation in 
commerce among the several states, or with a foreign nation, or with 
the Indian tribes, shall be liable to an action for damages therefor at the 
suit of the owner thereof; 

In a trade-mark suit under the Federal Act, it is essential for 
the plaintiff to allege and prove an infringement which falls within 
the terms of this section; counterfeit use of the mark in intrastate 
sales is not sufficient. Kasch v. Cliett, 297 F. 169 (C. C. A. 5); 
United States Printing Co. v. Griggs §& Co., 279 U. S. 156, 158 
[19 T.-M. Rep. 187]; Louis Bergdoll Brewing Co. v. Bergdoll 
Brewing Co., 218 F. 181 (D. C. E. D. Pa.) [5 T.-M. Rep. 33], 
and see, as to the Trade-Mark Act of 1881, Ryder v. Holt, 128 
U. S. 525 (S. C. Rep. 145); Warner v. Searl §& Hereth Co., 191 
U.S. 195 (24 S. C. Rep. 79). 

The bill of complaint is absolutely barren of any allegation 


that defendants have used, or threaten to use, plaintiff's mark in 


ANHEUSER-BUSCH, INC. V. COHEN 561 


interstate or foreign commerce. Proof of this fact is equally lack- 
ing. We have searched the record in vain for evidence of such use. 
The closest approach to it is Young’s testimony at folio 112: 


* ‘ In regard to the reappearance in the market of defend- 
ant’s ‘Trojan’ goods, I have seen the goods and seen the invoices in numer- 
ous places. Reports from all our salesmen about the goods being offered 
around the country had reached me.” 


This is entirely consistent with the defendants having made 
only intrastate sales, and their purchasers, without connivance on 
their part, having resold them in other places. The only infringe- 
ments proved were sales made by defendants within the State of 
New York. Since the necessary jurisdictional facts were neither 
alleged nor proved, the bill should have been dismissed for lack of 
jurisdiction, instead of lack of equity. The decree is reversed and 
cause remanded for dismissal on the ground herein stated. 


ANHEvSER-Buscu, INc. v. COHEN, ET AL. 
(37 F. [2d] 393) 


United States District Court, District of Maryland 


January 13, 1930 


Trape-Mark INFRINGEMENT—Svuits—Derense oF Untawrut Use. 

Unlawful use of a trade-mark can give no license to the general 
public to infringe the mark, regardless of whether the infringement 
be in connection with legitimate, or unlawful trade. 

Trape-Mark INFRINGEMENT—DeEFeNse—Basis or ACTION. 

In an action for trade-mark infringement, defendant may not 
plead as a defense plaintiff's acts, committed several years prior to 
the filing of the complaint. Plaintiffs position must be judged by 
the facts existing when action was begun. 

Trapve-Marxs—ReEcisTraTion—EFrFeEct. 

Registration of a trade-mark confers no rights and limits none, 
but is a mere procedural advantage, depending upon common law 
ownership. 

Unram Competition—DEFINITION. 

The doctrine of unfair competition simply means that no one 

should be allowed to sell his goods as those of another. 
Trape-Marks—“Bupp-Wisz Brann” anv “Bupwetser’—Conrusine Re- 

SEMBLANCE. 

“Budd-Wise” held so similar to “Budweiser,” both used on barley 
malt syrup and similar products, as to deceive consumers as to the 
origin of the respective goods. 
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Trape-Mark InrriInceEMENT—Errect or Laset CopyrrigHtT—MIsREPRESENTA- 
TION BY Use or Fatse Reoisraation Notice. 
The fact that defendants obtained a copyright for their “Budd- 
Wise Brand” label gave them no trade-mark rights whatever; and 
their use of a registration notice with their mark, based on such copy- 
right, held intentional misrepresentation. 
In equity. Action for trade-mark infringement and unfair 


competition. Decree for plaintiff. 


Barton, Wilmer, Ambler § Barton, of Baltimore, Md., for 
plaintiff. 
Isaac Lobe Strauss, of Baltimore, Md., for defendants. 


Corteman, D. J.: The questions here presented involve trade- 
mark infringement and unfair competition. The bill of complaint, 
summarized briefly, charges that the defendants are infringing 
the trade-mark rights of the plaintiff and are guilty of unfair 
competition, in that they are using the name “Budd-Wise’’ on 
labels used on syrup made and distributed by them, claimed to 
contain pure barley malt syrup, plain and malt hop, and also on 
a malt syrup, plain and hop-flavored, in simulation and in fraud 
of the plaintiff's trade-mark name “Budweiser,” which the plaintiff 
alleges it is using throughout the United States, including the city 
of Baltimore, on its barley malt syrup, and which it alleges it and 
its predecessors in business have used continuously on their vari- 
ous malt products since 1876. There is a prayer for injunctive 
relief, and for an accounting of profits and damages by reason of 
the alleged infringement and unfair competition. 

The bill of complaint is eleven pages in length, and the answer, 
exclusive of numerous exhibits, is twenty-six, with respect to the 
major portions of which plaintiff has filed a motion under the 
twenty-first equity rule (28 U. S. C. A. § 728) to strike out, on 
the ground that the various matters contained in the portions of the 
answer specifically set forth in the motion are redundant, im- 
pertinent, and scandalous. Summarized, the allegations of the an- 
swer against which the motion is directed may be stated as four 
separate contentions, as follows: 

First, that heretofore (that is, prior to 1920, when the 
National Prohibition Act became effective), the sole and only 


pots. 
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product which the plaintiff and its predecessor manufactured, sold, 
and distributed under the trade-name “Budweiser” was intoxicat- 
ing lager beer. Second, that after the effective date of the National 
Prohibition Act the plaintiff applied itself to the production and 
sale of barley malt syrup and hop-flavored barley malt syrup, which 
is to be distinguished from malt sugar syrup, which the defendants 
manufacture and distribute; that under the name “Budweiser,” 
which is preeminently and notoriously an intoxicating beer name, 
plaintiff's product is sold and known, and is intended by plaintiff 
to be sold primarily for the manufacture of intoxicating home- 
brew beer, in violation of Section 18, title 2, of the National Pro- 
hibition Act (27 U. S. C. A. § 30); and that it is unfit for the 
legitimate uses of bread baking and the making of malted milk and 
candy, for which legitimate uses defendants’ product is manu- 
factured and sold. Third, that plaintiff's registered trade-mark 
No. 180,878, referred to in the bill of complaint, is not for a malt 
syrup, but for a malt sugar syrup; that plaintiff’s later trade-mark 
No. 203,128, referred to in the answer, is for a barley malt syrup; 
and that plaintiff is guilty of practicing a fraud and deception 
upon the court in not pleading in its bill the last-named registered 
trade-mark. Fourth, and lastly, that these registered trade-marks, 
No. 180,878 and No. 208,128, of the plaintiff were not granted 
until February 26, 1921, and September 8, 1925, respectively; 
that plaintiff's use of the trade-mark “Budweiser” on its barley 
malt syrup and hop-flavored barley malt syrup did not antedate 
the years 1921 and 1925, respectively, whereas defendants have 
been using the name “Budd-Wise” on such products of their own 
since 1918; and that on March 1, 1921, a copyright for defendants’ 
label “Budd-Wise Brand” was obtained from the Commissioner of 
Patents by a previous owner of said label, who assigned it to the 
defendants. 

Plaintiff's position must be judged by the facts as they were 
when this suit was commenced, not by the facts of a different con- 
dition at an earlier time. Coca-Cola Co. v. Koke Co., 254 U. S. 
148, 41 S. Ct. 118, 65 L. Ed. 189 [10 T.-M. Rep. 441]. Thus 
there can be no doubt that the first contention, which relates to 
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Trape-Mark INrrRInceEMENT—Errect or Lanse. CopyrigHtT—MIsREPRESENTA- 
Trion BY Use or Fatse Reoistration Notice. 
The fact that defendants obtained a copyright for their “Budd- 
Wise Brand” label gave them no trade-mark rights whatever; and 
their use of a registration notice with their mark, based on such copy- 
right, held intentional misrepresentation. 
In equity. Action for trade-mark infringement and unfair 


competition. Decree for plaintiff. 


Barton, Wilmer, Ambler § Barton, of Baltimore, Md., for 
plaintiff. 
Isaac Lobe Strauss, of Baltimore, Md., for defendants. 


Coteman, D. J.: The questions here presented involve trade- 
mark infringement and unfair competition. The bill of complaint, 
summarized briefly, charges that the defendants are infringing 
the trade-mark rights of the plaintiff and are guilty of unfair 
competition, in that they are using the name “Budd-Wise’’ on 
labels used on syrup made and distributed by them, claimed to 
contain pure barley malt syrup, plain and malt hop, and also on 
a malt syrup, plain and hop-flavored, in simulation and in fraud 
of the plaintiff's trade-mark name “Budweiser,” which the plaintiff 
alleges it is using throughout the United States, including the city 
of Baltimore, on its barley malt syrup, and which it alleges it and 
its predecessors in business have used continuously on their vari- 
ous malt products since 1876. There is a prayer for injunctive 
relief, and for an accounting of profits and damages by reason of 
the alleged infringement and unfair competition. 

The bill of complaint is eleven pages in length, and the answer, 
exclusive of numerous exhibits, is twenty-six, with respect to the 
major portions of which plaintiff has filed a motion under the 
twenty-first equity rule (28 U. S. C. A. § 728) to strike out, on 
the ground that the various matters contained in the portions of the 
answer specifically set forth in the motion are redundant, im- 
pertinent, and scandalous. Summarized, the allegations of the an- 
swer against which the motion is directed may be stated as four 
separate contentions, as follows: 

First, that heretofore (that is, prior to 1920, when the 
National Prohibition Act became effective), the sole and only 
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product which the plaintiff and its predecessor manufactured, sold, 
and distributed under the trade-name “Budweiser” was intoxicat- 
ing lager beer. Second, that after the effective date of the National 
Prohibition Act the plaintiff applied itself to the production and 
sale of barley malt syrup and hop-flavored barley malt syrup, which 
is to be distinguished from malt sugar syrup, which the defendants 
manufacture and distribute; that under the name “Budweiser,” 
which is preeminently and notoriously an intoxicating beer name, 
plaintiff's product is sold and known, and is intended by plaintiff 
to be sold primarily for the manufacture of intoxicating home- 
brew beer, in violation of Section 18, title 2, of the National Pro- 
hibition Act (27 U. S. C. A. § 30); and that it is unfit for the 
legitimate uses of bread baking and the making of malted milk and 
candy, for which legitimate uses defendants’ product is manu- 
factured and sold. Third, that plaintiff's registered trade-mark 
No. 180,878, referred to in the bill of complaint, is not for a malt 
syrup, but for a malt sugar syrup; that plaintiff’s later trade-mark 
No. 208,128, referred to in the answer, is for a barley malt syrup; 
and that plaintiff is guilty of practicing a fraud and deception 
upon the court in not pleading in its bill the last-named registered 
trade-mark. Fourth, and lastly, that these registered trade-marks, 
No. 180,878 and No. 208,128, of the plaintiff were not granted 
until February 26, 1921, and September 8, 1925, respectively ; 
that plaintiff's use of the trade-mark “Budweiser” on its barley 
malt syrup and hop-flavored barley malt syrup did not antedate 
the years 1921 and 1925, respectively, whereas defendants have 
been using the name “Budd-Wise” on such products of their own 
since 1918; and that on March 1, 1921, a copyright for defendants’ 
label “Budd-Wise Brand” was obtained from the Commissioner of 
Patents by a previous owner of said label, who assigned it to the 
defendants. 

Plaintiff's position must be judged by the facts as they were 
when this suit was commenced, not by the facts of a different con- 
dition at an earlier time. Coca-Cola Co. v. Koke Co., 254 U. S. 
148, 41 S. Ct. 118, 65 L. Ed. 189 [10 T.-M. Rep. 441]. Thus 
there can be no doubt that the first contention, which relates to 
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what plaintiff did prior to 1920, and also so much of the second 
contention as relates to plaintiff's past conduct, except that which 
was reasonably proximate to the commencement of this proceeding, 
are irrelevant, and therefore “impertinent,” within the meaning of 
that word as used in equity rule 21. Harrison v. Perea, 168 U. S. 
311, 18 S. Ct. 129, 42 L. Ed. 478. 

Turning to the remaining part of the second contention, 
namely, that plaintiff, at the time the bill of complaint was filed, 
was deliberately and intentionally selling its product primarily for 
the manufacture of intoxicating home-brew beer in violation of 
the National Prohibition Act, and that its product is not fit, as is 
defendants’ product, for legitimate uses, the court also concludes 
that this contention is irrelevant to the present controversy. Sec- 
tion 21 of the Trade-Mark Act (15 U.S.C.A. § 101) provides that 
“no action or suit shall be maintained under the provisions of 
this subdivision of this chapter in any case when the trade-mark 
is used in unlawful business, or upon any article injurious in it- 


self. 


>” 


The court construes this provision of the statute 


as being nothing more than a statement of a long-established equita- 


ble principle. 


Nor has the court been referred to any cases which 


place a broader or different construction upon this language. In 
other words, the effect of this provision of the law is to be de- 
termined by the interpretation which courts of equity have given to 
the defense of illegal conduct on the part of a plaintiff, when in- 
voked by a defendant under circumstances similar to those existing 
in the present case. In short, unlawful conduct of the plaintiff is, 
for the purposes of this proceeding, a collateral issue and furnishes 
no ground for defense. 


Unlawful use of a trade-mark can give no license to the general 
public to infringe that trade-mark, regardless of whether the in- 


fringement be in connection with legitimate or unlawful trade. If 


the plaintiff is in fact violating the criminal law, he can be punished 
in the proper forum. Unless and until such violation is established, 
the question is not properly to be considered in a proceeding of 
this kind. The restriction on actions for infringement, contained 


in the provision of the statute above quoted, is intended to be con- 
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fined to such cases where the unlawfulness of the plaintiff's busi- 
ness is an established fact. Merely the charge by defendants 
that plaintiff is engaged primarily, or even exclusively, in an illegal 
enterprise, and that its product is unfit for lawful use, cannot alter 
the situation. Board of Trade of the City of Chicago v. L. A. 
Kinsey Co. ( C. C. A.) 180 F. 507, 69 L. R. A. 59. 

The same equitable doctrine is applicable to patents, and, as 
was said by Judge Sanborn, in United States Fire Escape Counter- 
balance Co. v. Joseph Halsted Co. (D. C.), 195 F. 295, at page 297; 
“By the great weight of federal authority, the infringer of a patent 
cannot justify his acts by attacking complainant as a trust or un- 
lawful combination. This is simply saying, ‘You're another.’ 
Complainant may be an obnoxious combination, but that does not 
excuse defendant from appropriating its property. Such a doc- 
trine would justify stealing stolen goods from the thief, or despoil- 
ing any real or supposed trust of all its holdings.” See, also, Mills 
v. Industry Novelty Co. (D. C.) 280 F. 463, and cases cited. 

All of the remaining allegations against which the motion is 
directed are also irrelevant and immaterial. Indeed, they are so 
palpably frivolous as to indicate a deliberate attempt to cloud the 
true issue by a mass of irrelevant matter. Therefore the reasons 
for granting the motion to strike them out may be compressed into 
brief statements. 

First, registration of a trade-mark confers no rights and limits 
none, but is a mere procedural advantage, depending upon com- 
mon-law ownership. United Drug Co. v. Theodore Rectanus Co., 
248 U. S. 90, 89 S. Ct. 48, 68 L. Ed. 141 [9 T.-M. Rep. 1]. That 
is to say, plaintiff’s right, if it exists, to noninterference by the 
defendants in the use of the trade-name “Budweiser,” is determined 
by common law. 

In 1928, the Circuit Court of Appeals for the Second Circuit 
decided that the present plaintiff and its predecessor, by long use 
and extensive advertising, namely, for a period of more than forty 
years, had created a market for its various products under the 
trade-name “Budweiser,” to characterize its beer and malt liquor, 
and enjoined a manufacturer of malt syrup from the use of the 
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name “Budweiser Malt Syrup,” who claimed the right to do so on 
the ground that beer is not a malt product. The Court declared 
that the name itself suggested that the product is a by-product of 
plaintiff’s manufacture. Anheuser-Busch v. Budweiser Malt Prod- 
ucts Corp., 295 F. 806; see also Id. (D. C.) 287 F. 248 [13 T.-M. 
Rep. 193]. What was there said completely answers the argu- 
ment of the defendants in the present suit, to the effect that, since 
their and the plaintiff's products are different, and not in fact in 
competition, there is no basis for injunctive or other relief, apart 
from the question of similarity between the names “Budweiser” 


_ and “Budd-Wise,” hereinafter considered. We adopt the reason- 


ing of the New York Circuit Court of Appeals in the above deci- 
sion, because entirely sound and embodying the unquestioned weight 
of authority throughout the federal courts, including the decisions 
of this Court. So, even if we assume defendants could prove the 
truth of their allegations as aforesaid, such proof would be incon- 
sequential. It is scarcely necessary to refer to more recent cases. 

The doctrine of unfair competition simply means that no one 
should be allowed to sell his goods as those of another. To be sure, 
this rule is usually invoked when there is an actual market com- 
petition between the analogous products of the complainant and 
defendant. But, as was said in Vogue Company v. Thompson-Hud- 
son Company (C. C. A.), 800 F. 509, 512 [13 T.-M. Rep. 349]: 

“There is no fetish in the word ‘competition.’ The invocation of equity 
rests more vitally upon the unfairness. If B. represents that his goods 
are made by A., and if damage therefrom to A. is to be seen, we are 
aware of no consideration which makes it controlling whether this damage 
to A. will come from market competition with some article which A. is 
then manufacturing or will come in some other way. The injury to A. 
is present, and the fraud upon the consumer is present; nothing else 
is needed.” See, also Vogue Co. v. Vogue Hat Co. (C. C. A.) 6 F. (2d) 
875; Id. (C. C. A.) 12 F. (2d) 991 [16 T.-M. Rep. 263]. 

Again, as was said by Judge Morris in Rogers, Ltd., v. 
Majestic Products Corp. (D. C.) 28 F. (2d) 219, 220 [18 T.-M. 
Rep. 146]: 

“The goods capable of being so passed off are not limited to those 
that are identical, or even to those that have the same descriptive proper- 
ties. Many articles, quite dissimilar in their appearance, properties, and 


use, may nevertheless bear such relation to each other, and be so associated 
in the mind of the public, that confusion and deception touching their 
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respective origins will follow as a natural consequence, if their dress or 
marks are similar.” 

And more recently, as was said in the case of Yale Electric 
Corporation v. Robertson (C. C. A.) 26 F. (2d) 972, 974 [18 T.-M. 
Rep. 821] by Judge Hand: 

It has of recent years been recognized that a merchant may have 
a sufficient economic interest in the use of his mark outside the field of 
his own exploitation to justify interposition by a court. His mark is his 
authentic seal; by it he vouches for the goods which bear it; it carries his 
name for good or ill. If another uses it, he borrows the owner’s reputation, 
whose quality no longer lies within his own control. This is an injury, 
even though the borrower does not tarnish it, or divert any sales by its 
use; for a reputation, like a face, is the symbol of its possessor and creator, 
and another can use it only as a mask. And so it has come to be recognized 
that, unless the borrower’s use is so foreign to the owner’s as to insure 
against any identification of the two, it is unlawful.” 

The next question, therefore, is whether the name “Budd- 
Wise” is so similar in appearance, display, and sound to the name 
“Budweiser” that it is calculated to deceive the public. The 
similarity is so striking, both to the eye and the ear that nothing 
more need be said. That deception must result is inevitable. The 
comparatively slight difference in spelling and display is but a 
part of a self-evident scheme to deceive. Under such circum- 
stances, intention to deceive must be presumed. 

Lastly, defendants’ copyright of the label “Budd-Wise Brand,” 
obtained in 1921, is utterly immaterial to the present controversy, 
because a certificate of copyright is not a certificate of trade-mark, 
and therefore gave neither to the defendants nor to their assignors 
any trade-mark rights whatsoever (Higgins v. Keuffel, 140 U. S. 
428, 11 S. Ct. 781, 85 L. Ed. 470). It therefore becomes unneces- 
sary to refer to the other arguments advanced by plaintiff, in sup- 
port of its contention that this copyright of defendants is totally 
irrelevant to the present issue. The court cannot overlook the 
fact that defendants’ label contains the words “Reg. U. S. Pat. 
Off.’ thereby intending to indicate to the public that the name 
“Budd-Wise” has been registered in the United States Patent 
Office, when, as a matter of fact, as is admitted, no such registra- 
tion was ever obtained, but merely a copyright was obtained, 
which is of no avail for the purposes here involved. Defendants 
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assert that this designation accompanying the name “Budd-Wise,” 
must be taken as an unintentional misrepresentation. The court, 
under all the circumstances, is unable to view it in this light, but 
rather that it represents an intentional fraud and deception upon 
the public, and is but another part of the deliberate attempt by 
defendants to select and use a name directly infringing upon the 
long-established trade-name and good-will of the plaintiff. Insofar 
as defendants’ rights under the Maryland law are concerned, that 
law cannot dispossess plaintiff of its previously acquired rights. 
See United Drug Co. v. Rectanus Co., supra. 

Under rule 21, it is within the discretion of the court, upon 
granting a motion such as is now granted, to allow or not to 
allow, defendants to recast their answer. In the present case, 
it would be futile to grant such permission, because when shorn 
of the irrelevant allegations, there is nothing left in the answer 
which can conceivably raise a valid defense, or which calls for 
the proving of any facts not already admitted, or which, if proof 
were furnished, would do other than substantiate and strengthen 
the claim of infringement. As has already been pointed out, 
plaintiff's use of its trade-mark “Budweiser” on various malt 
products so far antedates, in Baltimore and throughout the United 
States, by a great many years, every claim of the defendants 
respecting their use of the name “Budd-Wise” on their product, 
as to dispose finally of any possible right to use it on the ground 
of prior use. This being true, and the deceptive character of the 
name “Budd-Wise” being beyond question, the primary allegations 
of the bill of complaint are to be taken as having been proved 
to the entire satisfaction of the court. Accordingly, the court 
finds that without further hearing plaintiff is entitled to a decree 
permanently enjoining defendants from further use of the name 
“Budd-Wise,” or any other name or mark in simulation or in 
imitation of the name “Budweiser,” and is also entitled to have 
the case referred to a special master, to determine and report 
respecting the amount of damages and profits the plaintiff may 
justly be entitled to. 
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WincGet Kickernick Co. v. LaMope Garment Co. 
(42 F. [2] 513) 


United States District Court, Northern District of Illinois 


July 1, 1930 


Trape-Marks—INFRINGEMENT— Use or Common Worps In Mark. 
Where a basic word used in a mark has been in common use by 


others, the inclusion of such word does not give a monoply to the 
claimant. 


Trape-Marks—KIcKERNICK AND Kickaway—Non-ConriicTiInGc Marks. 
The marks “Kickaway” held not to infringe “Knickernick,” both 
used on certain articles of women’s and children’s clothing. 


In equity. Action for trade-mark infringement. Bill dis- 
missed. 


Frank A. Whitely, of Minneapolis, Minn., and Alexander C. 
Mabee, of Chicago, Ill., for plaintiff. 

Isaac H. Mayer and Benj. T. Roodhouse, both of Chicago, 
Ill., for defendant. 


Linptey, D. J.: Though some showing is made by defendant 
upon the proposition that plaintiff comes into court with unclean 
hands, I find myself unable to say definitely that the misuse of 
the word “patented” shown was not merely the result of a mistake 
upon the part of the employees of plaintiff and without knowledge 
and approval upon the part of its executive officers. Hence, I am 
unwilling to base my decision upon the affirmative of this proposi- 
tion. 

Plaintiff sues upon its trade-mark “Kickernick’’ registered 
September 12, 1922, and stated to have been continuously used in 
the business of the plaintiff since September 28, 1920. The com- 
plaint is that the defendant’s trade-mark “Kickaway” infringes 
and that by the use of the same defendant has been guilty of un- 
fair competition. 

Plaintiff's trade-mark was adopted and used and is still used 
for bloomers, children’s coveralls and sleeping garments, as well as 
various other articles of personal attire. Defendant’s trade-mark 
is affixed to its manufactured products consisting of ladies’ and 
children’s wearing apparel, bloomers, step-ins, vests, gowns, 
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pajamas, and similar articles of attire. Both plaintiff and defend- 
ant claim to have originated their respective trade-marks with the 
idea in mind of using a word indicating freedom of action in 
bloomers. Each of them by its process of manufacture makes the 
seat of the bloomers so large as to furnish the desired freedom. 

Prior to the date of the use by the plaintiff of the word 
“Kickernick,” there had been registered the following trade-marks 
on the dates shown for the respective articles named: “Kick- 
about,” first used July 1, 1919, registered September 21, 1920, to 
indicate children’s sleeping suits; “Kick-in,’ first used March 11, 
1922, registered September 12, 1922, to indicate women’s skirt 
drawers and combinations; ‘Kiddies Kickers,” first used May 8, 
1917, registered July 22, 1919, to indicate children’s underwear, 
pajamas, etc.; “Knickerbocker,” first used February 16, 1911, 
registered April 23, 1918, to indicate men’s and boys’ union suits, 
undershirts, and drawers; ““E-Z Nik,” first used November 1, 1917, 
registered April 8, 1919, to indicate bloomers, drawers, etc. Three 
of these, it will be observed, employed the same basic word as 
plaintiff's mark, viz., “kick.” 

Under the doctrine of Perfection Mfg. Co. v. B. Coleman 
Silver’s Co., 10 T. M. Rep. 101, affirmed by the Court of Appeals 
of the Seventh Circuit in 270 F. 576; Benjamin Moore & Co. v. 
Anwell (C. C.), 172 F. 508, affirmed by the Court of Appeals for 
the Second Circuit in 178 F. 548; and Seubert v. Santaella § Co., 
86 App. D. C. 447 [1 T.-M. Rep. 42], plaintiff cannot claim 
monopoly of its present trade-mark unless it proves a clear distinc- 
tion between the same and the prior use, for the exclusive right to 
the use of a name claimed as a trade-mark is founded essentially 
upon priority of appropriation. Columbia Mill Co. v. Alcorn, 150 
U.S. 460, 14S, Ct. 151, 87 L. Ed. 1144; O’Rourke v. Central City 
Soap Co. (C. C.), 26 F. 576. 

Subsequent to registration of plaintiff's trade-mark, the fol- 
lowing trade-marks were registered to cover the merchandise indi- 
cated: “Knickerknit,” first used January 4, 1921, registered 
August 7, 1923, to indicate knitted underwear; “Knickerette,”’ first 
used July 1, 1922, registered December 18, 1923, to indicate 
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women’s and children’s knickerbockers; “Hiker-nicker,” first used 
November 11, 1921, registered July 24, 1928, to indicate women’s 
outer clothing; “Nickertex,” first used July 1, 1921, registered 
September 11, 1923, to indicate women’s knickerbockers, etc.; 
“Knickershirt,” first used November 11, 1922, registered November 
6, 1923, to indicate women’s sport shirts; “Knickerbloom,” first 
used September 24, 1925, registered February 23, 1926, to indicate 
knickerbockers and bloomers. Apparently without objection plain- 
tiff has permitted the use of each of the same. In one of the pro- 
ceedings instituted by plaintiff against the word “Knickerslip,” 
plaintiff first insisted there was confusion, but later abandoned its 
position. One allowing the use of marks similar to his own, with- 
out complaint, obviously loses his monopolistic rights, at least, 
if such permission be extended to the extent of creating presump- 
tive abandonment. See French Battery § Carbon Co. v. Prest-O- 
Lite Co., 49 App. D. C. 878, 265 F. 1018 [10 T.-M. Rep. 378]. 
The basic word of plaintiff's trade-mark is the ordinary word 
“kick.” Where there has been use of a basic word by others, 
courts have quite commonly held that the inclusion of such word 
does not warrant a monopoly to the claimant. So it has been held 
there is no conflict between “Sunproof” and “Sun-Glo” (Patton 
Paint Co. v. Sunset Paint Co., 58 App. D. C. 348, 290 F. 323 
[13 T.-M. Rep. 345]) ; between “Quaker City” and “Quaker-Maid” 
(Loughran v. Quaker City Chocolate § Confectionery Co., 296 F. 
822 [8 C. C. A.] [18 T.-M. Rep. 149]); between “Hyglo” and 
“Gloray” (Graf Bros., Inc., v. Marks, 42 F. (2d) —, [19 T.-M. 
Rep. 48], D. C. N. Y.); between “Sal-Tone” and “Sal-Vet” (S. R. 
Feil Co. v. John E. Robbins Co., 220 F. 650 [7 C. C. A.] [5 T.-M. 
Rep. 163]); between “Roof Leak” and “Never Leak” (Sears, Roe- 
buck §& Co. v. Elliott Varnish Co., 282 F. 588 [C. C. A.] [6 T.-M. 
Rep. 345]); between “Raindrops” and “Rain Water Crystals” 
(Sierra Chemical Co. v. Berettini, 88 F. (2d) 897 [C. C. A. 7] 
[19 T.-M. Rep. 824]); between “Univent” and “Heatovent” 
(Herman Nelson Corporation v. Columbus Heating § Ventilating 
Co., 11 F. (2d) 278 [C. C. A. 6] [17 T.-M. Rep. 374]); between 
“Speedway” and “Speedex” (Ansco Photoproducts, Inc., v. East- 
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man Kodak Co., 57 App. D. C. 246, 19 F. (2d) 720 [20 T.-M. 
Rep. 888]); between “Speed Wagon” and “Speedboy’”’ (Reo Motor 
Car Co. v. Traffic Motor Truck Corp., 55 App. D. C. 227, 4 F. (2d) 
308 [15 T.-M. Rep. 159]); between “Blue Whirl’ and “Blue 
Streak” on the one hand, and “Blue Tip” on the other (Turner & 
Seymour Mfg. Co. v. A. & J. Mfg. Co. et al., 20 F. (2d) 298 [2 
C. C. A.] [17 T.-M. Rep. 811]). In each of these cases there 
was one word or syllable of common origin; in each of them the 
courts refused to say that there was confusion or infringement of 
plaintiffs’ rights. 

Other instances where the courts have refused to hold conflict 
are as follows: “Ruberoid” and “Rubbero” (Standard Paint Co. 
v. Trinidad Asphalt Co., 220 U. S. 446, 81 S. Ct. 456, 55 L. Ed. 
586 [1 T.-M. Rep. 10]); “Barunduk” and “Burundells” (Blumen- 
thal v. Salt’s Textile Co. [D. C.], 21 F. (2d) 470 [17 T.-M. Rep. 
476]); “Dysco” and “Selco” (Davies-Young Soap Co. v. Selig Co., 
57 App. D. C. 12, 16 F. (2d) 852); “Union World” and “Union 
Leader” (American Tobacco Co. v. Globe Tobacco Co. [C. C.]}, 
198 F. 1015 [2 T.-M. Rep. 187]); “Zonite” and ‘“Zonox” 
(Zonite Products Co. v. Lloyd A. Jessen, 18 T.-M. Rep. 59); 
“Palm Beach” and “Palm Knit’ (Goodall Worsted Co. v. Palm 
Knitting Co., Inc., 56 App. D. C. 148, 10 F. (2d) 1018 [16 T.-M. 
Rep. 91]); “Liebros” and “Helbros” (Helbein-Stone Co., Inc., v. 
Liebermann Bros., 19 T.-M. Rep. 882)'; “Blue Ribbon” and “Blue 
Anchor” (Premier Malt Products Co. v. Kasser [D. C.], 23 F. (2d) 
98 [18 T.-M. Rep. 13], affirmed 26 F. (2d) 1021 [C. C. A.] [18 
T.-M. Rep. 825]); “Valvoline” and “Havoline” (Valvoline Oil Co. 
v. Havoline Oil Co. [D. C.] 211 F. 189 [14 T.-M. Rep. 257]); 
“Fashionknit” and “Fashion Club” (Franklin Knitting Mills, Inc., 
v. Kassman § Kesner, Inc., 56 App. D. C. 848, 18 F. (2d) 319 
[16 T.-M. Rep. 842]); “College Comics” and “College Humor” 
(Collegiate World Publishing Co. v. Du Pont Publishing Co. 
[D. C.] 14 F. (2d) 158, 159, affirmed [C. C. A.] 25 F. (2d) 1018 
[16 T.-M. Rep. 548]). 
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From an examination of these cases and the facts as they 
appear in the case at bar, I am of the opinion there is no probable 
confusion between the two trade-marks; that plaintiff is not entitled 
to monopoly in its alleged trade-mark; and that plaintiff’s bill 
should be dismissed for want of equity at the plaintiff’s costs. 
There will be a decree accordingly. 


AmerIcAN Propucts Co., a Delaware Corporation, v. AMERICAN 


Propucts Co., a Michigan Corporation 
(42 F [2d] 488) 


United States District Court, Eastern District of Michigan 
July 8, 1930 


Trape-Marxs—GeooraPHicaL Trerms—‘AMmeERICAN”—SECONDARY MEANING. 
The name “American” although primarily geographical, held to 
have come to denote to the public exclusively the goods put out by 
plaintiff, hence to have acquired a “secondary meaning.” 
Unram Competition—Svurts—Evinence—Actuat Fraup Nor Necessary. 
To obtain relief from unfair competition, it is not necessary that 
actual fraud or wrongful intent be proved. 
Unram Competirion—Use or Same Corporate Name—Insuncrion. 
Seven years after plaintiff was incorporated under the laws of 
the State of Delaware to make and sell non-carbonated beverages 
under the name “American Products Company,” the defendant in- 
corporated under the laws of the State of Michigan as American 
Products Company, for the manufacture and sale of carbonated bev- 
erages. Held that plaintiff had exclusive right to use the name 
“American Products Company,” and its use by defendant should be 
enjoined. 


In equity. Action for unfair competition. Decree for 


| plaintiff. 


Walter F. Murray, of Cincinnati, Ohio, for plaintiff. 
Edward F. Wunsch, of Detroit, Mich., for defendant. 


Turtie, D. J.: This is a suit by the American Products 
Company, a Delaware corporation, against the American Products 
Company, a Michigan corporation, to restrain the latter from using 


| the name “American Products Company” in connection with the 


| sale of beverages and similar products on the ground that such use 


of that name by the defendant constitutes unfair competition with 
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the plaintiff. The cause has been heard and submitted on bill and 
answer and on the proofs taken in open court. 

The material facts are as follows: From 1911 to 1920 the 
predecessor, in title and business, of the plaintiff, and, from 1920 
to the present time, the plaintiff, as successor to such predecessor, 
has been engaged, under the name “American Products Company,’ 
in the manufacture and sale of bottled noncarbonated beverages 
and various food products throughout the United States, including 
the state of Michigan. In connection with that business, and dur- 
ing that period, the plaintiff and its predecessor have expended 
more than $3,000,000 in nationally advertising that name as indi- 
cating said business and its products. The defendant is engaged 
in the manufacture and sale, in Michigan, of bottled carbonated 
beverages and various artificial ice products. It was organized in 
1918, under the laws of Michigan, as the successor to the American 
Brewing Company, a Michigan corporation, whose business and 
assets it thereupon acquired, the substance of the transaction being 
the change of the name of the defendant from American Brewing 
Company to American Products Company. As to whether the de- 
fendant then had knowledge of the existence of the plaintiff, or, if 
not, when it first obtained such knowledge, there is nothing in the 
pleadings or in the evidence to indicate. In 1927, however, shortly 
before the commencement of this suit, the defendant received a 
letter which was addressed to the plaintiff and which it forwarded 
to the plaintiff. Thereupon the plaintiff, thus learning of the de- 
fendant for the first time, notified the latter that its use of the 
name of the plaintiff infringed the prior right of the plaintiff to 
such name, and, the defendant having refused to discontinue such 
use, this suit was commenced. 

The bill of complaint alleges that before the adoption of the 
same name by the defendant the plaintiff and its predecessor, by 
extensive advertising and sales and by the use of high-grade ma- 
terial and skilled workmen, had established an enviable reputation 
for the quality and purity of its products and had developed a 
large and profitable business, its annual sales now being in excess 
of $1,000,00u, and that its name, American Products Company, 


. 
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had become generally recognized and associated by the public as 
indicating its business and products. The answer of the defendant 
neither admits nor denies the allegations of the bill just mentioned, 
asserting lack of knowledge with respect thereto. 

It is urged by the defendant that the name of the plaintiff is a 
geographical term, and, as such, open and available to any one, 
and that the plaintiff is not entitled to exclude the defendant from 
its adoption and use at least in the absence, as here, of any direct 
evidence of a fraudulent intent on its part to divert business from 
the plaintiff by deceiving the purchasing public into the belief that 
defendant’s products are those of the plaintiff. After careful con- 
sideration of this contention, as applied to the present record, and 
bearing in mind that this case involves a trade-name, not a trade- 
mark, and therefore is governed by the law of unfair competition, 
not that of trade-marks, I reach the conclusion that such conten- 
tion cannot be sustained. 

Assuming, for the purposes of this opinion, that the name 
“American Products Company” should be regarded as a geograph- 
ical name indicating products made in America, rather than a some- 
what fanciful name not intended to denote the place of manufac- 
ture of such products, it is well settled that when a person has 
adopted, as the name of a business, a term originally geographical, 
and, by his efforts and expenditures, has developed a reputation 
and good-will for such business and its products, so that such name 
has come to mean, in the minds of the general public, that particular 
business and its products, such name thereby acquires a “‘secondary 
meaning,” as indicating such business, and its owner is entitled 
to protection, in its use, by a court of equity. G. W. Cole Co. v. 
American Cement & Oil Co., 180 F. 708, 705 (C. C. A. 7); G. & C. 
Merriam Co. v. Saalfield, 198 F. 869 (C. C. A. 6 [7 T.-M. Rep. 
110]; Standard Paint Co. v. Rubberoid Roofing Co. (C. C. A.), 
224 F. 695, 696 [5 T.-M. Rep. 207]; British-American Tobacco 
Co. v. British-American Cigar Stores Co., 211 F. 988, Ann. Cas, 
1915B, 868 (C. C. A. 2) [4 T.-M. Rep. 293]; Trappey v. McIlhenny 
Co., 281 F. 28 (C. C. A. 5) [12 T.-M. Rep. 179]. As was said by 
the court in Standard Paint Co. v. Rubberoid Roofing Co., supra: 
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“It is now well settled that descriptive words, like geographical 
and proper names, may acquire a secondary signification and, in 
that meaning, are the subject-matter of ownership to be protected 
against unfair competition.” 


The rule was stated in G. W. Cole Co. v. American Cement & 
Oil Co., supra, as follows: 


“Unfair competition is distinguishable from the infringement of a 
trade-mark in this: that it does not involve necessarily the question of .the 
exclusive right of another to the use of the name, symbol, or device. A 
word may be purely generic or descriptive, and so not capable of becom- 
ing an arbitrary trade-mark, and yet there may be an unfair use of such 
word or symbol which will constitute unfair competition. Thus a proper 
or geographical name is not the subject of a trade-mark, but may be 
so used by another unfairly, producing confusion of goods, and so come 
under the condemnation of unfair trade, and its use will be enjoined.” 

The defendant relies on the case of American Wine Co. v. 
Kohlman (C. C.), 158 F. 880, 821, in which District Judge Toulmin 
held that a corporation of one state, called the “American Wine 
Company,” was not entitled to restrain a corporation of another 
state from using the same name. While the basis of that decision 
does not clearly appear from the opinion, the court in the course 
of such opinion used the following language: “It appears from 
the allegations of the bill and the prayer for specific relief that 
this suit is based on an alleged infringement of a trade-mark. It, 
therefore, rests on the ownership of the trade-mark, the title to 
which is indispensable to a good cause of action. Being of opinion 
that the complainant has no exclusive proprietary interest in the 
words of the alleged trade-mark, it is not entitled to the specific 
relief prayed for.... The bill in the case at bar does not proceed 
upon the ground of unfair competition in trade. There are no 
facts alleged in the bill which show that any injury has resulted to 
the complainant, or is likely to result to it.” It would seem, from 
the language just quoted, that the case is distinguishable from the 
present case. If, however, the court there intended to hold that 
a geographical term is not, under any circumstances, capable of 
exclusive appropriation as a trade-name, it is plain that such an 
opinion would involve an incorrect statement of the law, and could 
not be here followed. 
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Nor is it necessary, in order to obtain relief from unfair com- 
petition, that any actual fraud or wrongful intent should be proved, 
by direct evidence, under the familiar principle that a person is 
presumed to intend the ordinary result of his acts. Trappey v. 
Mcllhenny Co., supra; Coty, Inc., v. Parfums de Grande Luze, 
Inc., 298 F. 865, 870 (C. C. A. 2) [14 T.-M. Rep. 185]; Wisconsin 
Electric Co. v. Dumore Co., 85 F. (2d) 555 (C. C. A. 6) [19 T.-M 
Rep. 496]. In the language of the court in Coty, Inc., v. Parfums 
de Grande Lure, Inc., supra: ‘Where the necessary and probable 
tendency of defendant’s conduct is to deceive the public and pass 
off his goods as and for those of the plaintiff, especially where pre- 
ventive relief only is sought, actual fraudulent intent need not be 
shown.” 

The defense of the defendant, based on its claim that, as its 
products differ in kind from those of the plaintiff, it cannot be held 
guilty of unfair competition with the plaintiff, is equally without 
merit. It is true that the beverages sold by the defendant are, 
while those sold by the plaintiff are not, carbonated, and there are 
other differences between their products. It is, however, now 
settled, at least in this circuit, that actual market competition is not 
an essential element of what has come to be known as “unfair com- 
petition.” Vogue Co. v. Thompson-Hudson Co., 800 F. 509, 512 
(C. C. A. 6) [15 T.-M. Rep. 1]; Wisconsin Electric Co. v. Dumore 
Co., 85 F. (2d) 555 (C. C. A. 6). As was pointed out by the 
Court of Appeals for the Sixth Circuit, speaking through Judge 
Denison, in Vogue Co. v. Thompson-Hudson Co., supra: 

“We come, then, to what is called ‘unfair competition.’ This is noth- 
ing but a convenient name for the doctrine that no one should be allowed 
to sell his goods as those of another. This rule is usually invoked when 
there is an actual market competition between the analogous products of 
the plaintiff and the defendants, and so it has been natural enough to speak 
of it as the doctrine of unfair competition; but there is no fetish in the 
word ‘competition. The invocation of equity rests more vitally upon the 
unfairness. If B. represents that his goods are made by A., and if 
damage therefrom to A., is to be seen, we are aware of no consideration 
which makes it controlling whether this damage to A. will come from 
market competition with some article which A. is then manufacturing or 


will come in some other way. The injury to A. is present, and the fraud 
upon the consumer is present; nothing else is needed.” 
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Applying these principles to the facts and circumstances here 
presented, and after duly considering all of the questions involved 
and the arguments submitted thereon, I am satisfied that the plain- 
tiff has the right, as against the defendant, to the exclusive use of 
the name “American Products Company,” as indicating to the 
public the business and products of the plaintiff, and that it is 
entitled to an injunction restraining the defendant from using that 
name, in accordance with the prayer for such injunction contained 
in its bill of complaint herein. An order will be entered accord- 


ingly. 


Foster Bros. Mra. Co. v. Ipgeat Beppine Co. or RocHEsTER 
(244 N. Y. S. 657) 


New York Supreme Court 


September 27, 1930 


Trape-Names—Goop-WiLt—WHeEN Prorecten. 

Where a manufacturer or dealer has advertised and used a trade- 
name in connection with a product so long that the public have come 
to identify the product by the name, the resulting good-will will be 
protected by the courts. 

Trape-Marxs—“Ipeat” ror Metat Bens—Use 1x Competiror’s Corporate 

Name—INJUNCTION. 

Long after plaintiff had begun to manufacture and sell metal 
bed-springs and mattresses under the trade-mark “Ideal,” defendant 
incorporated a similar business under the title Ideal Bedding Com- 
pany of Rochester. Held that such use by defendant tended to deceive 
the public and should be enjoined. 


In equity. Action for unfair competition. On plaintiff's 
motion for injunction pendente lite. Motion granted. 


Martin § Rendell (Richard R. Martin, of counsel), all of 
Utica, N. Y., for plaintiff. 
Ira H. Morris, of Rochester, N. Y., for defendants. 


Lewis, J.: By this action the plaintiff seeks to restrain the 
defendants from the use of its corporate name including the word 
“Tdeal” in the manufacture or sale of beds, bedsprings, mattresses, 
pillows, or articles used therewith. 
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From the record before the court it appears that the plaintiff 
was incorporated in 1893 for the purpose of manufacturing and 
selling wire springs, spring beds, woven wire mattresses, and bed- 
room furniture. In the course of its business development it 
adopted and has registered as a trade-mark the word “Ideal,” which 
word has been extensively used over a long period of years alone 
or in combination with other words, as designating the particular 
beds, mattresses, and kindred products manufactured by the 
plaintiff. 

The plaintiff's business has met with successful growth. The 
market for its metal beds, springs, and other products identified 
by the word “Ideal” or “Foster Ideal” extends throughout the 
eastern states. It has annually spent large sums in advertising its 
products and has built up a substantial and valuable good-will 
around the featured word—its trade-mark—“Ideal.” 

In March, 1980, the defendant incorporated under the name 
“Tdeal Bed Company of Rochester, Inc.” Its corporate purposes 
were to manufacture and deal generally in beds and mattresses of 
all kinds. While the fact is not controlling upon the decision of 
this motion, it is noteworthy that the defendant Samuel Gross, who 
was the promoter of the defendant corporation and is now its 
president and treasurer, formerly resided in the city of Utica 
where the plaintiff has it principal office and manufacturing plant. 
During his residence in that city said defendant was interested in 
the business of manufacturing and selling mattresses and maintained 
sufficient contact with the plaintiff corporation to be advised of the 
nature and extent of plaintiff's business and the fact that for many 
years the plaintiff had extensively used the word “Ideal” as a 
trade-mark upon its products. 

Following its incorporation the defendant is alleged to have 
commenced the manufacture and sale of mattresses in the city of 
Rochester in the conduct of which business it uses its corporate 
name, including the word “Ideal.” 

The plaintiff contends that it is being damaged and will suffer 
future damage by reason of the fact that dealers and buyers in 
retail trade who are solicited to purchase defendants’ products are 
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likely to be deceived in respect to the identity of the manufacturer 
thereof and to believe that such manufacturer is the plaintiff. 
Plaintiff further contends that the use by the defendants of its cor- 
porate name, including the word “Ideal,” in the manufacture and 
sale of beds, springs, mattresses, and other articles, will lessen the 
good-will value of the plaintiff's business and its trade-mark 
“Tdeal.” 

In opposition to plaintiff's motion the defendants contend it 
is the common practice of the plaintiff to use its trade-name “Ideal’’ 
in association with other words, viz., “Foster Ideal,’ and that ac- 
cordingly no confusion or deception will result from the fact that 
the defendant markets its products under its corporate name, which 
includes the word “Ideal.” 

The courts have uniformly held that, where a product has 
been advertised and marketed under a trade-name to such an extent 
that the public mind kas been brought to the point of associating it 
with its manufacturer or producer, such manufacturer or producer 
has established a good-will in the featured word or trade-name 
which the court will protect. ‘“While competition is essential to 
the life of commerce, and is the consumer’s main defense against 
extortion, it should be fair and honest; and the manufacturer who 
produces an article of recognized excellence in the market, and 
stamps it with the insignia of his industry, integrity, and skill, 
makes his trade-mark a part of his capital in business, and thus 
acquires a property right in it which a court of equity will protect 
against all forms of commercial piracy.” Taendsticksfabriks 
Akticbolagat Vulcan v. Myers et al., 1830 N. Y. 364, 367, 34 N. E. 
904, 905. 

I have reached the conclusion upon the proof before me upon 
this application that to permit defendants to continue the manu- 
facture and sale of beds, mattresses, and kindred articles under its 
corporate name, which includes the word “Ideal,” will confuse and 
mislead the buying public with resulting damage to the good-will 
which plaintiff has built around it trade-name “Ideal.” Fishel & 
Sons, Inc., v. Distinctive Jewelry Co., 196 App. Div. 779, 188 
N. Y. S. 688 [11 T.-M. Rep. 102]; Oneida Community, Ltd., v. 
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Oneida Game Trap Co., Inc., 168 App. Div. 769, 781, 154 N. Y. S. 
891 [5 T.-M. Rep. 54]; Roy Watch-Case Co. v. Camm-Roy Watch- 
Case Co., 28 Misc. Rep. 45, 58 N. Y. S. 979. 

The defendants further contend that the plaintiff upon this 
motion for an injunction pendente lite has failed to show any actual 
deception to the public by defendants’ use of the word “Ideal” in 
its corporate name, and has failed to establish that any actual 
damage has occurred. The law does not require such proof. In 
Taendsticksfabriks Akticbolagat Vulcan v. Myers, supra, the Court 
of Appeals was called upon to consider a similar objection. Judge 
Maynard writing for the court states (page 367 of 139 N. Y., 34 
N. E. 904, 905): “No evidence was given or offered to show that 
any person had actually been deceived by the imitation of the plain- 
tiff’s trade-mark, and we think that none was necessary for the 
maintenance of the action. It is the liability to deception which 
the remedy may be invoked to prevent. It is sufficient if injury 
to the plaintiff’s business is threatened or imminent to authorize 
the court to intervene to prevent its occurrence. The owner is 
not required to wait until the wrongful use of his trade-mark has 
been continued for such a length of time as to cause some substantial 
pecuniary loss. Manufacturing Co.. v. Trainer, 101 U. S. (25 
L. ed. 998).” See, also, Roy Watch-Case Co. v. Camm-Roy 
Watch-Case Co., supra; Mark Realty Corporation v. Hirsch, 180 
App. Div. 549, 554, 168 N. Y. S. 244; Kalish, Inc. v. Harper, 184 
App. Div. 688, 172 N. Y. S. 470 [8 T.-M. Rep. 456]. 

While there are many authorities which might be cited upon 
the subject, particular attention is drawn to the opinion of Mr. 
Justice Faber in Ajax Tool Co., Inc. v. Buchalter Tool Co., Inc., 
125 Misc. Rep. 752, 754, 211 N. Y. S. The facts in that 
case and the arguments advanced by the respective parties are 
strikingly parallel to those with which we are concerned upon this 
motion. 

“The similarity in the trade-name and the corporate name is apparent, 
and such trade-name being used by the plaintiffs in connection with its 
own name, the use by the defendants of the corporate name is likely to 
mislead people dealing with the plaintiff. The same rule applies to 


corporations as to firms, and an injunction lies to prevent confusion 
and to prevent one party by the use of a similar name obtaining the 
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business of another. In fact, there does not have to be identity of names. 
(Higgins Co. v. Higgins Soap Co., 144 N. Y. 462, 468, 471 [39 N. E. 
490, 27 L. R. A. 42, 43 Am. St. Rep. 769]; B. P. O. Elks v. Improved 
B. P. O. Elks, 205 N. Y. 459 [98 N. E. 756, L. R. A. 1915B, 1074, Ann. 
Cas. 1913E, 639] [2 T.-M. Rep. 360].) The defendants contend also 
that plaintiff fails to show any loss by reason of the acts of the defendants. 
It is not necessary to show such loss nor that defendants are at the 
present time competing for business with the plaintiff. (Metropolitan 
Tel. & Tel. Co. v. Met. Tel. & Tel. Co., 156 App. Div. 577, 583 [141 
N. Y. S. 598] [3 T.-M. Rep. 135].) The determining factor is not that 
people have actually been deceived, but that there is a likelihood of that 
happening. (7. A. Vulcan v. Myers, 189 N. Y. 364 [34 N. E. 904]; 
Roy Watch-Case Co. v. Camm-Roy Watch-Case Co., supra; Mark Realty 
Corp. v. Hirsch, supra; Kalish, Inc. v. Harper, supra.) So it is also im- 
material what the intent of the defendants was in selecting the corporate 
name. If confusion and deception are liable to result from its use an 
injunction should issue. (German-American Button Co. v. Haymsfelf 
[Heymsfeld], Inc., 170 App. Div. 416, 421 [156 N. Y. S. 223] [6 T.-M. 
Rep. 87].)” 


The plaintiff's motion for an injunction pendente lite is 


granted. 
Order accordingly. 


LiguipaTors v. CLIFTON 
(285 P. 152) 


Supreme Court of Oregon 
March 25, 1930 


Trape-Names—LaquipaTors For CoLtection AGEeNcy—GeNneraL Term. 

The word “Liquidators” used to designate a collection agency, held, 
in the absence of evidence showing a “secondary meaning,” to be a 
generic term, hence not the exclusive property of the plaintiff. 

Unram Competition—Use or SimiLar Te Name. 

The differences and resemblances between plaintiff’s name 
“Liquidators” and defendant’s title, “Bonded Liquidators Company” 
held to be so nicely balanced as to leave the question of confusion 
and deception in doubt. However, that the plaintiff has sustained no 
substantial injury from defendant’s use of the name is persuasive that 
none will occur in the future. 


In equity. Suit for unfair competition. From an adverse de- 
cree, defendant appeals. Reversed and dismissed. 


W. C. Campbell and James W. Crawford, both of Portland, 
Ore., for appellant. 
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Frank H. Reeves (Herbert Swett, on the brief), both of Port- 
land, Ore., for respondent. 


Bett, J: This is a suit to enjoin defendant from using the 
trade-name of Bonded Liquidator Co. upon the grounds (1) That 
plaintiff is entitled to the exclusive use of the word, Liquidators, 
its corporate name, by right of prior adoption; and (2) unfair com- 
petition in that defendant’s use of such assumed name is for the 
purpose of misleading and deceiving the public, such similarity hav- 
ing a tendency wrongfully to divert plaintiff's business. 

The plaintiff corporation was organized in February, 1927, 
and, ever since has been engaged in the general collection business 
in the city of Portland. Defendant, who is also engaged in the 
collection business, has his offices about six blocks distant from 
plaintiff’s place of business. Defendant registered his assumed 
name with the county clerk of Multnomah County in March, 1928, 
and has been conducting such business ever since. 

Defendant, in answer to the suit for injunctive relief, asserts: 
(1) That “Liquidators” is a generic term descriptive of the char- 
acter of business in which plaintiff is engaged, and, by reason 
thereof, may be used by any person without infringement upon such 
trade-name; and (2) that there is not such similarity between the 
two trade-names as to result in confusion and unfair competition. 

From a decree enjoining the use of “Bonded Liquidators Co.,” 
the defendant appeals. 

The vital questions are: Will defendant’s use of the trade- 
name result in unfair competition? Will such use bring about con- 
fusion and deprive plaintiff of business which would otherwise 
come to it? Will the public be deceived and led to believe defend- 
ant’s business is that of his competitor? If these inquiries be 
answered in the affirmative, equity may be invoked to prevent such 
commercial piracy. No man should be permitted to sail under a 
false flag. On the other hand, a corporation in selecting for a trade- 
name, a generic term which is descriptive of the business in which it 
proposes to engage, assumes some risk of injury resulting from con- 
fusion of trade-names, since no one can exclusively make such an 
appropriation. “Liquidators” is a generic term, and it describes the 































584 TWENTY TRADE-MARK REPORTER 


character of business carried on by plaintiff. It is broad and com- 
prehensive enough to include a collection business. ‘There are, no 
doubt, several hundred firms in the city of Portland whose business 
is to liquidate or collect accounts. Why should one company be per- 
mitted thus to monopolize a trade-name of such character? If an 
exclusive appropriation can thus be made, then, with like reason, 
there might be a monopoly in the use of such names as “‘Adjusters,” 
“Printers,” and “Lawyers.” The rule is thus stated in 14 C. J. 
329: 

“Unless the words have acquired in the mind of the public a second- 
ary meaning as denoting the goods or business of a particular company, 
a corporation cannot acquire the right to the exclusive use of geographical 
words in its corporate name, or words merely generic or descriptive of a 
particular business, class of goods, process, sect, etc., which any one may 
lawfully use, so as to be entitled to enjoin their use by another corpora- 
tion or association in its name, in the absence of actual fraud or intent 
to deceive. But if such words are used fraudulently and with intent to 
deceive, or in such a way that they naturally must deceive, an injunction 
will lie as in other cases.” 

We find no evidence indicating fraud or an intent to deceive. 
It is believed that defendant acted in good faith. 

The evidence does not disclose that the word “Liquidators” 
has any secondary meaning, in that it denotes the business of a 
particular company. As before, stated, there are many liquidators 
in the city of Portland. We are not dealing with a product or 
manufactured article wherein the use of a generic term has been 
protected on account of the business having been so long estab- 
lished and identified that the use of such trade-name becomes im- 
mediately associated with the product or article. If the word 
“Liquidators” had a secondary meaning, then protection might be 
afforded even though it be a generic term. An exhaustive review 
of the authorities in this jurisdiction, and elsewhere, is made in the 
recent cases of Federal Securities Co. v. Federal Securities Cor- 
poration, 129 Or. 875, 276 P. 1100, and Umpqua Broccoli Exchange 
v. Um-Qua Valley Broccoli Growers, 117 Or. 678, 245 P. 824 
[16 T.-M. Rep. 434]. Also, see cases collated in note L. R. A. 
1917C, 958. We see no need of repetition. 

Furthermore, there is such a dissimilarity in the trade-names 
that we cannot say their use will naturally and probably result in 
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confusion and deception. It is only in plain cases of wrong and 


mischief that the extraordinary remedy of injunction may be in- 
voked to restrain the use of a name. The fact that plaintiff has 
not sustained any substantial injury thus far by the defendant’s 
use of his trade-name leads us to believe that none will occur in 
the future. We think plaintiff's alleged injury is more fanciful 
than real. 


The decree of the lower court is reversed, and the suit is dis- 
missed. 


Cosnow, C. J., and Bean and Brown, JJ., concur. 


Dry Ice CorporaTION oF AMERICA, ET AL. V. Lovistana Dry Ice 
CORPORATION, ET AL. 


United States District Court, Western District, Louisiana 
October 31, 1930 


Trape-Marks—“Dry Ice” ror Sotm Carson Dioxipwe—Generic TERM. 
The words “Dry Ice,” as a trade-mark for solid carbon dioxide, 
used as a refrigerant, held descriptive of the goods, and hence not 
a valid trade-mark. 


Unram Competition—Use or Trape-MArk 1n Corporate NAME—INJUNC- 
TION—Form oF NOTICE. 

The use by defendant in its corporate name of the words “Dry 

Ice,” for several years well known as plaintiffs’ trade-mark and part 

of its corporate name, held unfair competition. Its further use, 

either alone or in combination in the corporate name, on solid car- 

bon dioxide or in advertising, was enjoined, unless accompanied by 


statement showing that defendant was not the original Dry Ice Cor- 
poration. 


In equity. Action for trade-mark infringement and unfair 
competition. Injunction granted. 


Prowell, McBride and Ray, all of New Orleans, Louisiana and 
W.W. Lezzelbaum, of New York City, for complainants. 
Robert W. Hunter, Richard W. Switzer, both of Shreveport, 


La., and James E. Anderson, of Amarillo, Texas, for re- 
spondents. 
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Dawkins, J.: Plaintiffs allege that they are the holders of 
duly registered and lawful trade-marks and a trade-name embrac- 
ing the words “Dry Ice,” when used in connection with their busi- 
ness of manufacturing and dealing in solid carbon dioxide as a 
refrigerant. They seek to enjoin the use of these words in the 
corporate title of the defendant corporation, as well as to restrain 
it and the other defendants from using them in advertising or sell- 
ing any of their products intended for the same purpose. A 
temporary restraining order was issued and on hearing, a pre- 
liminary injunction was granted. 

Defendants first attack the corporate capacity of the com- 
plainant, Dry Ice Corporation of America, on the ground that it 
had not complied with the laws of the State of Delaware, under 
which it attempted to incorporate. However, without finding it 
necessary to go into the great mass of evidence on the point, I 
think it sufficient to say that this complainant has shown a reason- 
able compliance with the statutes of that state, at least enough to 
give it a proper standing in court to prosecute this cause. It was 
given a certificate of incorporation by the Secretary of State, which 
I find to have been recorded as required by the laws of Delaware, 
and the other questions raised by the defense I think involve issues 
which can be urged only by the state or stockholders for whose 
benefit they were incorporated in the law and the defendants are 
without right to assert them in defense of this suit. 

The defense otherwise set up in the answer, is two-fold; first, 
that the term “dry ice” is generic and descriptive of the com- 
modity, solid carbon dioxide, and hence no exclusive right to use 
the same could be acquired through its registration as a trade-mark, 
or otherwise; and second, that complainants have lost any claim 
thereto by laches. They also deny that they have in any sense 
copied or imitated the symbol or design of the alleged trade-mark, 
but aver that they have used the term in their corporate title as 
descriptive of the business in which they were about to engage, to 
wit, the manufacture and sale of solid carbon dioxide. They say 
also that their process is different from that of complainants in 
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that they propose to manufacture solid carbon dioxide from natural 
gas. 

I find the pertinent facts to be substantially as follows: 

The predecessor of the Dry Ice Corporation of America, was 
the Pressed Air Corporation, which was organized in 1922, and 
at first was engaged in the manufacture of automotive machines, 
but gradually drifted into the making of solid carbon dioxide for 
use as a refrigerant. Much experimentation was done along this 
line and eventually certain containers and equipment were evolved 
and patented by some of the complainant’s employees, the main 
feature of which was to place the solid carbon dioxide in the cen- 
ter with the food or other merchandise to be refrigerated around 
it, the walls and sides of the containers serving to hold the vapor 
or gas resulting from the sublimation or evaporation of the carbon 
dioxide; the space occupied by the food or other substance was 
thus kept cold for a much longer period than could be done with 
ordinary ice. Only a fraction of the refrigerant as compared to 
ice, was required and in addition there was an absence of moisture, 
and no necessity for using such a corrosive as salt. The result 
was that the same quantity of merchandise could be packed, pre- 
served and shipped over great distances in packages about one- 
fourth the usual weight. This worked a great saving in freight 
and express charges. The containers were made of cheap material 
which could be discarded after reaching destination, thereby sav- 
ing the further expense of having them returned to the shipper. 

The Pressed Air Corporation became the pioneer in this 
method of refrigeration and at first called its product “pressed air 
ice.” However, this name was not satisfactory and after numerous 
suggestions from those connected with the company, the term 
“dry ice’’ was, on or about the first of January, 1925, selected as 
a name which has since been continuously used to designate the 
product. Thereafter, trade-marks covering the use of said words 
were registered in the Patent Office, as follows: 

Trade-mark No. 200,984 issued July 14, 1925, as the trade- 
mark of the Dry Ice Corporation of America for carbon dioxide 
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(CO,) in solidified forms, mixtures and compounds, in Class 6, 
Chemicals, Medicines and Pharmaceutical Preparations. 

Trade-mark No. 215,799, issued July 27, 1926, as the trade- 
mark of the Dry Ice Corporation of America for refrigerators, in 
Class 31, Filters and Refrigerators. 

Trade-mark No. 230,202, issued July 19, 1927, for empty con- 
tainers adapted for storage, transportation or use of carbon dioxide 
(CO,) in solidified forms, mixtures and compounds in Class 2, 
Receptacles. 

In the case of the second trade-mark, a disclaimer was re- 
quired as to the word “ice” as being descriptive for refrigerants, 
except when used in combination with the word “dry.” 

In 1927, the Dry Ice Corporation of America was organized 
and all the rights of the Pressed Air Corporation were subsequently 
conveyed to it through the medium of an individual, according to 
the laws of Delaware. The first plant for the manufacture of 
the refrigerant in commercial quantities was established at Maspeth, 
L. I. in 1924, the second at Long Island City in the early part of 
1925, and the third at Yonkers, N. Y. early in 1926. Since that 
time plants and warehouses have been established at the follow- 
ing places: 

Plants at Cambridge, Mass., Atlanta, Ga., Niagara Falls, 
Buffalo and New York City, N. Y.; Chicago, Ill., Cincinnati, Ohio; 
Jacksonville, Florida; Kansas City, Missouri; Minneapolis, Minn. ; 
Mespeth, L. I.; Elizabeth, N. J.; Yonkers, N. Y.; Philadelphia 
and Pittsburgh, Pa.; Albany, N. Y.; St. Louis, Mo.; Denver, 
Colo. 

Warehouses at Cleveland, Ohio; New York City; Philadelphia 
and Pittsburg, Pa.; Detroit, Mich.; Baltimore, Md.; New Haven, 
Conn., and Memphis, Tenn. 

The quantities sold during the years 1925 to 1929, both in- 
clusive, were as follows: In 1925, 269,801 pounds; in 1926, 
1,093,840 pounds; in 1927, 8,412,081 pounds; in 1928, 9,959,518 
pounds; in 1929, 27,376,006 pounds. 

The revenues therefrom over the same period increased from 
$138,490.00 in 1925 to $1,824,124.00 in 1929, and the product is 
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now shipped generally throughout the United States except to the 
territory “around the Rocky Mountains.” On the 19th day of 
April, 1929, the Dry Ice Corporation of America granted to the 
Dry Cold Corporation of Texas-Louisiana a license to manufacture 
and sell the product in those states, and plants have been es- 
tablished at New Orleans and Fort Worth, Texas, which have a 
rapidly growing business. Over $27,000.00 has been spent in 
advertising and more than $500,000.00 in experimental and de- 
velopment work. At the time of the trial, further construction 
and enlargement of facilities were being made as follows: 

At present constructing new plants in Los Angeles, Calif. 
and Seattle, Wash., Peoria, Ill. and establishing new warehouses 
in San Francisco and Harrisburg; also increasing manufac- 
turing facilities at the Niagara Falls plant, the Elizabeth plant, 
Maspeth, L. I., Atlanta, Ga., Chicago, Ill. A new plant will be 
erected at Cleveland, Ohio, and practically all plants are being 
furnished with additional equipment to increase the present capacity 
of those plants, and $25,000.00 is being spent during the present 
year for advertising. 

The product of the complainants has become known to the 
public in the states of Louisiana and Texas, which will be served 
by the plants of the Dry Cold Corporation of Texas-Louisiana, 
licensee, as “dry ice” and although its business is quite young, 
having been established during the summer of 1929, when this 
suit was filed, as before stated, was growing rapidly. The princi- 
pal lines in which it has been used are the ice-cream trade, ship- 
ping of food products, meats, ete. The trucks and other vehicles 
in which it is transported, are also equipped with the patented 
facilities of the plaintiffs. The trade-marks have been registered 
in nearly all of the states of the union and advertising matter has 
been widely distributed throughout the country with the view of 
building up a trade over the whole of the United States. Labels 
bearing the design of the trade-mark, embracing the words “Dry 
Ice” are provided and attached to the product and equipment as 
it is sold and distributed from the various plants, warehouses, etc. 
of the company itself, as well as by the licensees. So that at the 





























































590 TWENTY TRADE-MARK REPORTER 


time of the acts on the part of defendants complained of in this 
suit, the trade-name and trade-marks embracing the words “Dry 
Ice,” as used by the plaintiffs, had become fairly well-known to 
those engaged in business for which the refrigerant is used. 

On the 26th day of October, 1929, certain citizens of Texas 
and Louisiana, appeared before a Notary Public in the Parish of 
Caddo, State of Louisiana, and signed articles of incorporation for 
the Louisiana Dry Ice Corporation, the objects and purposes of 
which are quoted in part as follows: 

“Produce solid carbon dioxide (otherwise known as ‘Quix Kold’) for 
the isolation of inert gasses, done and obtained from the consumption and 
use of natural gas, by methods and process commonly known and desig- 
nated as Belt process, as a licensee of J. S. Belt Helium Interests, and to 
produce carbon dioxide gas for such purposes, with the ultimate results 


of producing what is sometimes familiarly and more recently known as 
‘Dry Ice,’ same being known and to be known to the public as ‘Quix 


Kold’ ” 

The capital stock was fixed at one hundred and thirty thou- 
sand shares, “all of which shall have no nominal or par value;” 
but for the purposes of fixing the liability of the subscribers, “it 
was to be treated as of the value of $5.00 per share.” This charter 
was filed in the clerk’s office on October 28, 1929, and duly 
recorded. 

On November 28, 1929, J. S. Belt executed to and in favor of 
the Louisiana Dry Ice Corporation, an agreement or assignment, 
in which it was recited that he controlled “certain methods and 
processes for the production of carbon dioxide gas and the produc- 
tion of solid carbon dioxide (otherwise known as ‘Quix Kold’) 
for the isolation of inert gasses, done and obtained from the con- 
sumption and use of natural gas, which said methods and pro- 
cesses being now kept and retained as trade secrets or formulae 
and upon the means, method and equipment of said method and 
processes patent applications are prosecuted in the Patent Office 
of the United States, etc.,” and granting to said Louisana Dry 
Ice Corporation, the right to “use and employ said method or 
methods, process and processes and any and all machinery and 
equipment necessary and incident thereto within and for the State 
of Louisiana.” The said company being obligated to supply the 
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funds for building and installing necessary machinery and equip- 
ment for making said “solid carbon dioxide” (hereinafter referred 
to as “Quix Kold,”’) to meet the demand within the state “as would 
be in keeping with efficient and competitive business.” Other 
proper stipulations were included, among them being one for the 
payment of a royalty of 314 per cent of the gross proceeds aris- 
ing from the business, and in addition thereto 5 per cent of the 
gross sums expended for the “building and erection of plants and 
facilities to use, employ and operate said methods and processes 
within the State of Louisiana. . . .” 

The Louisiana Dry Ice Corporation later applied to the 
Securities Commission of the state for authority to sell its stock 
and securities to the public, and on January 4, 1980, this suit was 
filed, seeking an injunction against use of the words “dry ice” in 
the corporate title or in any other manner in the business of manu- 
facturing and selling solid carbon dioxide as a refrigerant. 

As I see it, there are two questions of law involved in this 
case: First, can the words “dry ice,” standing alone, be adopted 
as a technical trade-mark; and secondly, if not, has the complain- 
ant shown such a user thereof as to entitle it to protection in a 
secondary sense against unfair competition in the manufacture and 
sale of its product? 

It is contended on behalf of complainants that the use of the 
term constitutes an arbitrary and novel combination of the words 
“dry” and “ice” in a manner amounting to a paradox, when used 
in connection with the popular, everyday conception of refrigera- 
tion with water ice, in that when speaking of ice everyone thinks 
of it as being a block of frozen water, which, necessarily, in the 
process of refrigeration melts and produces moisture by the ab- 
sorption of heat; also that in common appreciation, ice means a 
transparent substance of glass-like appearance; whereas, solid car- 
bon dioxide is relatively dry, gives off little or no moisture in the 
process of subliming or evaporating, and is opaque. On the other 
hand, the defendants claim the words are both generic and de- 
scriptive,—that is, dry is applicable to any and everything which 
is reasonably free from moisture, which is the condition of solid 
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carbon dioxide, and ice means any liquid reduced to a solid by 
lowering its temperature, such as sleet, snow, hail, frost, etc., the 
appearance of which is dependent upon the substance used as well 
as whether or not it contains anything other than clear water. 

I am sure that both the words “dry” and “ice” when used 
separately are of general import, the one an adjective and the 
other a common noun. The first is relative as well as descriptive, 
and is used ordinarily to describe any object comparatively free 
from moisture, which, of course, to that extent describes the con- 
dition of solid carbon dioxide. When we hear the word ice we 
naturally think of an object of extreme cold or low temperature, 
and on further reflection as to its qualities, that it will, when 
properly applied, produce a like condition in other objects or sub- 
stances, either by placing it around or in the thing to be cooled. 
It is true that ordinarily we conceive it to be made from water, 
but give little thought to whether or not it is transparent or other- 
wise, this being a consideration dependent upon the sense in which 
it is used or the particular frozen liquid to which it is applied. 
The question of whether or not it melts or returns to the liquid 
state by the increase of temperature, does not usually arise, unless 
we think of it in connection with some use or purpose to which it 
is put. So that one hearing the expression “dry ice’ the first time 
would seem naturally to form a mental picture of a substance 
without moisture, having a temperature below the freezing point 
and capable of performing the usual function of water ice. In 
a block of solid carbon dioxide we find all of these essential 
qualities and the term “‘ice’” is clearly descriptive in a general 
sense of the substance to which it is applied here. As early as 
September 30, 1897, this thought was entertained and expressed 
by Samuel Elworthy in his application for letters patent as dis- 
closed by certified copies thereof filed with the record in this case, 
wherein he refers to it (p. 1, lines 40 to 49 inc.) as “carbonic 
acid snow,’ which when compressed “into blocks, more or less 
solid, or by freezing the liquified gas direct to a condition resembl- 
ing ordinary ice;” in line 48 of page 2, as “block of ice,” line 63, 
of same page, as “ice blocks,” in lines 78 to 79 as appearing “either 
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in the form of snow or broken ice,” and in lines 81 to 82 and 88, 
he states it “is valuable for nearly all purposes for which ice is 
now used.”” Hence this idea that solid carbon dioxide had the 
appearance of ice and was referred to and described as such, be- 


came available to the general public, including the complainant, 
more than thirty years ago. 


My conclusion is that the words were not susceptible of 
registry as a technical trade-mark, standing alone and unaccom- 


panied by any distinctive design. Sec. 85, of title 15, U. S. 
Code provides: 


“No mark by which the goods of the owner of the mark may be dis- 
tinguished from other goods of the same class shall be refused registration 
as a trade-mark on account of the nature of such mark unless such mark: 

“(a) Consists of or comprises oral or scandalous matter. 

“(b) Consists of or comprises the flag or coat-of-arms or other 
insignia of the United States or any simulation thereof, or of any state 
or municipality or of any foreign nation, or of any design or picture that 
has been or may hereafter be adopted by any fraternal society as its 
emblem, or of any name, distinguishing mark, character, emblem, colors, 
flag, or banner adopted by any institution, organization, club or society, 
which was incorporated in any State in the United States prior to the 
date of the adoption and use by the applicant; Provided, That said name, 
distinguishing mark, character, emblem, colors, flag, or banner adopted and 
publicly used by said institution, organization, club or society prior to 
the date of adoption and use by the applicant; Provided, That trade-marks 
which are identical with a registered or known trade-mark owned and in 
use by another and appropriated to merchandise of the same descriptive 
properties, or which so nearly resemble a registered or known trade-mark 
owned and in use by another and appropriated to merchandise of the 
same descriptive properties as to be likely to cause confusion or mistake 
in the mind of the public or to deceive purchasers shall not be registered; 
Provided, That no mark which consists merely in the name of an indivi- 
dual, firm, corporation, cr association not written, printed, impressed, or 
woven in some particular or distinctive manner, or in association with a 
portrait of the individual, or merely in words or devices which are descrip- 
tive of the goods with which they are used, or of the character or quality 
of such goods, or merely a geographical name or term, shall be registered 


under the terms of thi; subdivision of this chapter.” (Italics by the writer 
of this opinion). 


The mere fact that the mark proposed as a trade-symbol con- 
tains words descriptive of the nature of the goods to which it is 
to be applied, does not prevent registration under this Act, if it 
consist of an arbitrary and fanciful design in combination with 
such words so that the whole comprises a brand to reasonably dis- 
tinguish the goods of the registrant, and is accompanied by a proper 
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declaration disclaiming any exclusive right to the descriptive words. 
Estate of P. D. Beckwith, Inc. v. Commissioner of Patents, 252 
U. S. 588 (40 S. Ct. Rep. 414 [10 T.-M. Rep. 255]); and authori- 
ties therein cited. The statute above quoted made no substantial 
change in the law of trade-marks, which had existed long prior to 
its adoption. The basic reason for the rule is that a trade-mark, 
in the mind of the public, by long usuage, eventually takes the 
place of the name of the dealer and his product becomes known 
and is distinguishable thereby. At the same time other persons, 
in so far as the descriptive words are concerned, are left free to 
use them as long as it is done without imitating the design of the 
original appropriator or in such manner as is not reasonably 
calculated to deceive those who have dealt with or intend to deal 
with him into believing that the goods of the second comer are his. 

There is no contention in this case that the defendants have 
the right to use either the exact design of complainant or anything 
resembling it, although some of their printed matter was printed 
with the same kind of type; in fact, they have not as yet begun the 
manufacture or sale of their product, but were in the process of 
organization at the time this suit was filed. The situation is that 
plaintiff simply asserts an exclusive right to use the words “dry 
ice” in any manner or form when applied to refrigeration. For 
the reasons heretofore given, I am of the opinion that this posi- 
tion cannot be sustained. Richmond Remedies Co. v. Miles Medi- 
cine Co., 16 Fed. (2nd) 598 [17 T.-M. Rep. 82]. 

Having found that the complainant is not entitled to the ex- 
clusive use of these words in a primary sense, we now come to 
the question of whether or not “dry ice” has acquired a secondary 
meaning in connection with its business, such as to entitle it to 
protection against unfair competition on the part of defendants 
or others who may use the term for the same purpose. That or- 
dinary words, whether descriptive or not, may, by usage, become 
so identified with the business or product of a dealer as to consti- 
tute a property right for the preservation of which a court of 
equity will interfere, is well settled, and in fact conceded in this 
case. See 88 Cyc. p. 769, verbo Trade-Marks, Trade-Names and 
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Unfair Competition, as well as authorities cited in foot notes. The 
rule is also applicable to names of a generic class. Ib. p. 771. I 
think the facts hereinabove recited showing the extent to which 
complainant had used the words to identify its product, disclose 
a condition entitling it to injunctive process against any action 
of defendants which is reasonably calculated to deceive the public 
in those communities where it is doing business. In the State of 
Louisiana, within the short period of six months before this suit 
was filed, its licensee, the Dry Cold Corporation of Louisiana- 
Texas, had built up a substantial trade, and the evidence shows 
that the product known as “dry ice” has come to be recognized 
as that of plaintiff; and, if and when the defendant, Louisiana 
Dry Ice Corporation, begins to manufacture solid carbon dioxide, 
it is permitted to market it as “dry ice’’ there is reasonable proba- 
bility that it will become confused with the plaintiff's merchandise 
and much of the business which it built up may be lost to defend- 
ants. It is also shown that the defendants and their licensor, 
J. S. Belt, have made unauthorized uses of articles upon the sub- 
ject of solid carbon dioxide referred to therein as the dry ice manu- 
factured by plaintiff, which were prepared by persons in the employ 
of the latter, and have referred to it as such in their literature used 
in connection with their organization, the whole import and tend- 
ency of which indicates that, but for the bringing of this suit, 
they would have proceeded when ready for business to sell their 
product as dry ice. It is stated now, however, that they do not 
intend to use the words on the packages or containers, but instead 
will call it “Quix Kold.” In such circumstances I think the court 
is justified in finding what was intended rather than to accept pres- 
ent assertions. The plaintiff does not have to wait until the damage 
to its trade has actually been accomplished. It is sufficient, if 
the evidence discloses a reasonable probability that injury will 
result if the defendant is allowed to proceed. 

As to the use of the words “dry ice” in the corporate name of 
defendant. It is true that the Dry Cold Corporation of Louisiana- 
Texas, is the licensee of complainant. Dry Ice Corporation of 
America, in this state, and the latter will not directly manufacture 
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and distribute its products. However, it appears that the former 
not only manufactures and sells the carbon dioxide under the 
latter’s trade-name of “dry ice” but also handles, under its license, 
all of the patented containers and other facilities which the Dry 
Ice Corporation of America and its associated companies, co- 
plaintiffs herein, have provided for the business with the fullest 
display thereof of the trade-name in the form of labels, impressions 
and designs, such as to identify the same with the plaintiff com- 
panies. It is shown by the evidence, as well as reasonable to as- 
sume, that under this state of the trade the public has come to 
associate the words “dry ice” with the business of plaintiff under 
the principal words of its name “Dry Ice Corporation,” and little 
attention will be paid to the final phrase “of America.’”’ The de- 
fendant company’s name is identical, except that instead of the 
last two words it uses “Louisiana” as the first word of its name. 
If it establishes factories or warehouses in this state or Texas 
served by plaintiff’s licensee, in view of the rapidly-growing busi- 
ness of the latter, both its name and its product being identical 
with that of complainant, but for the small difference mentioned, 
the trade could easily be confused and deceived into using the 
defendant’s product for that of plaintiffs. If it may use the words 
in its title, then it would have the right to place the same upon 
the buildings and in its advertising matter. If these places of 
business were more conveniently located to plaintiff's customers 
and they were by the use of the words “dry ice” merely induced 
to go to defendants for their needs, believing it was the product of 
plaintiffs, then the damage would be just as real as if they had 
been led to do so by actual misrepresentation. 

The defendants evidently believed there was some value in 
the use of the words in connection with their business, otherwise 
they would have adopted a different name, especially one not 
calculated to produce confusion with that of plaintiff. They or 
their assignor, J. S. Belt, knew both of plaintiff’s corporate title 
and the fact that it had for some years manufactured and sold its 
product under the name of dry ice. Some of the other individual 
defendants, being the ones most active in the organization and 
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promotion of the Louisiana Dry Ice Corporation, when approached 
by a representative of plaintiff, who did not disclose that relation- 
ship, referred to Mr. Belt as the most able to give informa- 
tion about the defendant’s business. Belt furnished, in part at 
least, the data disclosed in the articles prepared by employees of 
plaintiff and published without their knowledge or consent in a 
periodical in the City of Amarillo, Texas, where he had operated. 
I am satisfied that he, with this knowledge, suggested the name 
of the defendant company, for the other defendants appeared to 
know little or nothing about either the technical or practical phases 
of the business in which the new company was to engage. 

My conclusion is that defendants, by the use of the words 
“dry ice’ in the corporate name, intended to reap some of the 
benefits of the plaintiff’s good-will, resulting from its expenditures 
in educating the public to the use of its product under that name. 
To permit them to do this without some affirmative declaration to 
distinguish the defendant corporation and the refrigerant which 
it will manufacture, from that of plaintiff, would accomplish the 
desired end. The defendants will, therefore, be enjoined from 
using the words “dry ice,” either alone or in combination in the 
corporate name, on solid carbon dioxide, or in advertisements, un- 
less accompanied by information that the defendant is not the 
original Dry Ice Corporation, its successor or licensee. Herring 
Hall Marvin Safe Company v. Hall Safe Company, 208 U. S. 554 
(28 S. Ct. R. 350). 

With regard to the plea of laches, the evidence shows that the 
complainant has been reasonably diligent in protecting the use of its 
trade-name, “Dry Ice” and hence the contention is without merit. 
Proper decree may be presented. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 


Conflicting Marks 


Moore, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for oil, greases and gasoline, the term “Woco’’ in 
view of the prior adoption and use by opposer of the term “Voco” 
as a trade-mark for the same goods, on the ground that the marks 
as applied to the goods in question are confusingly similar. 

In his decision, the Assistant Commissioner referred to the 
argument on behalf of the applicant as to the derivation of the re- 
spective marks; as to the prior registration of marks for many 
goads, ending in the notation “oco’ and the argument that that 
syllable is publict juris; as to certain specific differences in the 
marks; as to the marks having been used for many years by each 
of the parties, and therefore the opposer is estopped to urge that 
confusion would now be likely, and that no confusion whatever 
has been shown. 

With respect to the arugment as to the derivation of the mark 
the Assistant Commissioner referred to the decision of the Court of 
Appeals of the District of Columbia in Procter §& Gamble Co. v. 
Eney Shortening Co., 5 App. D. C. 42 (267 F. 344), 278 O. G. 
869 (267 F. 344 [10 T.-M. Rep. 58]), in which it was stated 
that the consuming public knew little and cared less about the 
origin of the mark. With respect to the argument as to the 


acquiescence by the opposer and the use by others of trade-marks 
of a similar kind, he said: 


“As to the acquiescence of the opposer to the use by the applicant 
of its mark without protest, it may be stated that mere acquiescence is 
no ground for the application of the law of estoppel or laches (Cluett, 
Peabody & Co., Inc. v. Hartogensis, C. C. P. A., 396 O. G. 707; 41 F. 
(2d) 94 [20 T.-M. Rep. 452]). 


“Respecting the use by others of trade-marks of similar construc- 


v. Michigan Fruit Growers, Inc., C. C. P. A., 393 O. G. 789; 38 F. (2d) 
696 [20 T.-M. Rep. 135].”? 


*Vacuum Oil Co. v. Wofford Oil Co., 156 M. D. 479, September 3, 
1930. 
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Moore, A. C.: Held that applicant is not entitled to register 
as trade-marks for shoes, marks, the dominant feature of which con- 
sists of the words “Miles Shoes,” in view of the prior registration 
by the W. H. Miles Shoe Co., Inc. (registrations No. 221,835 and 
No. 221,836), of marks, the dominant feature of which is the word 
“Miles.” 

In his decision, the First Assistant Commissioner stated that 
the dominant feature of the registered marks is the word “Miles,” 
the words “Blue Ribbon Brand” and “Extra Quality” appearing 
therewith being phrases relating to the grade of the shoes and the 
words “Greatest Values in the City” being merely an advertising 
slogan. 

He then said: 

“It is observed that the cited registrations are owned by the W. H. 
Miles Shoe Co., Inc. and it is believed that the average member of the 


purchasing public would believe that the ‘Miles Shoes’ originated with 
or are owned by the Miles Shoe Co.”? 


Kinnan, F. A. C.: Held that the applicant is not entitled to 
register, as a trade-mark for bread, a composite mark consisting of 
a panel having thereon the representations of heads of rye, a shield, 
and certain advertising matter, while diagonally across that panel 
is a broad band upon which appear the words “Rye-Bisk,” in view 
of the prior use and registration by the opposer of a similar com- 
posite mark including the representations of the heads of rye and a 
diagonal band upon which appears the notation “Ry-Krisp,” as a 
trade-mark for the same goods. 

The ground of the decision is that the marks are confusingly 
similar. 

In his decision, after noting that the applicant had taken no 
testimony, while that of the opposer shows a business of sub- 
stantially twenty-five years of goods sold in large quantities, and 
noting that the examiner of interferences dismissed the opposition 
on the ground that the word “Rye” or its obvious misspelling “Ry” 
is descriptive of the goods and that the word “Krisp” was deemed 


not confusingly similar to the word “Bisk,” and referring to cer- 


* Murray M. Rosenberg, Inc., 156 Ms. 478 and 479, September 3, 1930. 
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tain cases which the examiner cited, the First Assistant Commis- 
sioner said: 


“While the doctrine of those cases is well enough settled yet it is 
believed that in the case at bar the words ‘Krisp’ and ‘Bisk’ are not 
so dissimilar as were the suffixes or second words in the adjudicated cases. 
There can be no real denial of the correctness of the view of the examiner 
that ‘Ry’ constitutes in the relation shown in the opposer’s mark an 
obvious misspelling of the purely descriptive word ‘rye. If there were 
no other similarity in the marks the opposition would necessarily fail, 
but both marks appear upon a diagonal stripe, both have the hyphen and 
both have the letters ‘is’ which determine the similarity of sound of 
these words. When viewed as a whole the two marks possess some 


similarity of appearance and spelling and a quite marked similarity in 
sound when spoken.” * 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, as trade-marks for refractory cement for lining furnaces, 
the terms “Basifrax” and “Magnifrax” in view of the prior use 
by opposer of the terms “Silifrax,’ “Carbofrax,’ “Refrax,’ 


“Alfrax” and “Firefrax” as trade-marks for substantially the same 
goods. 


In his decision, after stating that the opposer had taken 
testimony but the applicant had not and the latter had set up 
in its answer a number of registrations including the letters “frax,” 
which registrations, however, were not granted until several years 
after the date of adoption and use of its marks by the opposer, 
the First Assistant Commissioner said: 


“As has been above noted the opposer was the first to use upon its 
goods marks having this common suffix ‘frax. This is not an established 
word in our language and, as indicated by the Court of Customs and 
Patent Appeals in the cases of MacEachen v. Tar Products Corporation, 
398 O. G. 542, 41 F. (2d) 295 [20 T.-M. Rep. 464], and The Apex Elec- 
trical Manufacturing Company v. Landers, Frary and Clark, decided 
May 28, 1930, 41 F. (2d) 99 [20 T.-M. Rep. 321] (not yet published in 
the O. G.) it is not proper to consider it either descriptive or a word in 
such common use that the first to adopt it would have no right to deny 
its use to others even in connection with additional letters or features. 
In view of the foregoing holdings and the record as presented in these 
oppositions it is not thought the opposer’s rights in connection with its 
trade-marks are restricted by reason of any descriptive suggestion of 
the suffix present in all its marks. 

“It is fairly in evidence and the conclusion seems reasonable that 
the opposer’s goods are recognized in the trade by these trade-marks, all 


* Ralston Purina Co. v. Akticbolaget Nya Spis & Knaekebrodsfabriken 
Oscarshamn, 156 M. D. 486, September 17, 1930. 
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of which marks have this common suffix ‘frax.’ The marks of the op- 
poser are built around this common suffix and it is deemed established 
the presence of this suffix in a mark indicates to the trade the opposer’s 
goods. It is true the different prefixes indicate different classes of op- 
poser’s goods or suggest their character, but it would seem inevitable that 
those familiar for years with the opposer’s marks and its goods on which 
they are used would, upon seeing the applicant’s two marks having this 
same identifying suffix, conclude the opposer had put out additional 
species or classes of goods. 

“The holding in the case of Alaska Packers Association v. Admiralty 
Trading Company, 214 O. G. 1025, 43 App. D. C. 198 [5 T.-M. Rep. 251], 
relied upon by the examiner of interferences and the applicant, is not 
deemed controlling in the case at bar since the various flags used by 
opposer were separate entities and others before opposer had used still 
other and different flags. In the instant case no such situation exists.” ¢ 


Kinnan, F. A. C.: Held that the Rex-A-Cold Laboratories 
was not entitled to register, under the Act of 1905, as a trade-mark 
for the treatment of colds, influenza, etc., a mark comprising the 
notation “Rex-A-Cold” with the words “King of Cold Reliefs” 
therebeneath and the representation of a crown thereabove, and 
that the registration which it had obtained should be cancelled, in 
view of the prior adoption, use and registration by the United Drug 
Company of the term “Rexall” as a trade-mark for a similar 
remedy. 

The ground of the decision is that the marks are confusingly 
similar and that nothing is established which would indicate that 
the petitioner for cancellation had lost any of its rights. 

In his decision, after noting certain registrations which had 
been obtained by the petitioner for cancellation, and that the term 
“Rexall” had been used for many years prior to the date of regis- 
tration of the mark sought to be cancelled, the registrant having 
taken no testimony, and stating that various adjudicated cases 
had been called to attention in an attempt to show that the registra- 
tion should not be cancelled, the First Assistant Commissioner said: 

“It is believed, however, the record clearly establishes that the regis- 
trant by the adoption of its mark which includes as its most prominent 
feature the notation ‘Rex-A-Cold’ has approached too nearly to the mark 


of the petitioner, especially as used upon its labels as ‘Rexall Cold Tab- 
lets” The purchasing public would be quite likely to call for the goods 


“The Carborundum Co. v. Scottish Canadian Magnesite Co., Ltd., 156 
M. D. 490, 492, September 29, 1930. 
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of the registrant by this notation which appears in its mark and would 
readily confuse such goods with those sold by the petitioner under the 
name or label ‘Rexall Cold Tablets.’ The two clauses or notations sound 
alike and look alike when viewed as a whole.” 


and then, after stating that the registrant had noted a considerable 
number of registrations in which the word “Rex” appears, he said: 


“ 


. yet most of them are subsequent to the earliest date 
established by the petitioner, many of them are for goods specifically 
different, and after a complete review of them and of the adjudicated cases 
to which the registrant has invited attention in its brief, it is believed 
there is nothing presented which so restricts the rights of the petitioner 
as to permit the respondent to maintain its registration of a mark so 
calculated to create confusion in trade.” © 


Moors, A. C. Held that applicant is not entitled to register 
as a trade-mark for desks, transfer cases, etc., a mark described 
as consisting of “a wafer-like seal, containing concentric circles 
within which the corporate name ‘Steel Furniture Manufacturing 
Company’ and the word ‘Enduro’ are enclosed.” 

In his decision, after stating that the questions raised herein 
were the same as those in opposition No. 9989 (above noted) except 


as to the character of the applicant’s mark, the Assistant Com- 
missioner said: 


“I am of the opinion that the applicant’s mark bears such close re- 
semblance to the opposer’s mark ‘Enduro’ as to cause confusion or mis- 
take in the mind of the public when the two marks are concurrently 
appropriated to goods of the same descriptive properties. The essential 
and outstanding characteristic of the applicant’s mark is the word 
‘Enduro. The seal, concentric circles, etc., would be regarded by the 
public as merely furnishing a setting for the mark.” * 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register as a trade-mark for a semi-monthly magazine a mark con- 
sisting of the words “The Outboard Motorboat” with the pic- 
torial representation therebeneath of a body of water upon the 
surface of which is a large wave with a fanciful representation 
of a flying fish thereabove surrounded by a circle somewhat repre- 

*United Drug Co. v. The Rex-A-Cold Laboratories, 156 M. D. 495, 
September 30, 1930. 


*Central Alloy Steel Corp. v. Steel Furniture Mfg. Co., 156 M. D. 
504. October 20, 1930. 
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sentative of the sun, in view of the prior adoption and use by the 
opposer of the term “Outboard Motor Boating” as a trade-mark 
for a magazine. 

In his decision, after noting the applicant’s argument that in 
view of the decision of the Supreme Court of New York in a case 
involving the same parties (107 N. Y. S. 468) in which it was 
held that the names “Motor Boat” and “Motor Boating” were 
confusingly similar and the applicant here was the prior user and 
that therefore the opposer did not come into the office with clean 
hands, the First Assistant Commissioner said: 


“However this may be, it is believed the applicant has its remedy in 
a court of competent jurisdiction if entitled to relief and that the instant 
proceeding should not be influenced by the question of the opposer’s right 
to use alone the words ‘Motor Boating.” 

Then, after stating that the testimony clearly established that 
the opposer was the first to use the word “Outboard” in connection 
with other words as the name of a magazine, he said: 


“The opposer’s title ‘Outboard Motor Boating’ and the applicant’s 
title ‘The Outboard Motor Boat’ are deemed clearly confusingly similar 
when used upon the respective magazines. The applicant has pressed the 
view that the word ‘Outboard’ is merely descriptive, but when this word 
is used as a part of a title for a magazine it is believed such view is not 


sound.” * 

Kinnan, F. A. C.: Held that applicant is not entitled to 
register the term “Ointrex,’ as a trade-mark for a preparation 
for the treatment of colds, infections of the nose, etc., in view 
of the prior adoption and use by opposer of the term “Rex,” and 
a number of marks in which that term is included as a syllable, 
namely, ‘Rexall,’ “Rexillana,” ““Agarex,” “Alco-Rex,”’ and “Rex- 
Salvine,” as trade-marks for medicinal remedies. 

In his decision, after stating the facts and noting the appli- 
cant’s argument that the primary question presented is whether 
the term “Ointrex” is confusingly similar to the marks above noted, 
and also noting that evidence of the opposer as to the large amount 
of business which is done with reference to goods sold under the 
marks referred to, the First Assistant Commissioner said: 


7 International Magazine Co., Inc. v. The Motor Boat Publishing Co., 
156 M. D. 507, October 23, 1930. 
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“It is contended by the opposer and the evidence seems to justify 
the conclusion, that it has built up a number of trade-marks around this 
common syllable ‘rex.’ One of these trade-marks comprises the notation 
‘Rex’ used alone while some of the others use this syllable as a prefix 
and still others, like ‘Agarex’ and ‘Alco-Rex,’ use this same syllable as 
a suffix. In the mark applied to substantially the identical goods as 
those upon which the applicant uses its mark, the opposer uses the mark 
‘Rex-Salvine.’ Considering the general class of goods and the variations 
in the trade-marks of the opposer, all of which, as above indicated, in- 
clude this common syllable ‘rex’ used sometimes as a suffix and at other 
times as a prefix, it is apparent the applicant has followed substantially 
the same practice in the adoption of its mark. The notation ‘Ointrex’ 
evidently would suggest to the average purchaser that the preparation was 
‘Rex-Ointment’ and such purchaser being familiar with the various marks 
of the opposer would be led to believe or think the applicant’s prepara- 
tion originated with the opposer and constituted one further line of goods 
produced by the latter company.” 


With reference to applicant’s argument that other people have 
registered trade-marks which include the syllable “Rex” and there- 
fore the public has become so educated that confusion between its 
mark and that of the opposer would be unlikely and that, by 
permitting that use, opposer is estopped from claiming any ex- 
clusive right in the mark “Rex,” the Commissioner, after noting 
that the opposer began business prior to any of the registrations 
and the two earlier registrations have expired and not been re- 
newed, said. 


™ . . there is no evidence of the extent of use of such regis- 
tered marks upon the goods to which they are stated to be applied. The 
witness Frolich, in answer to XQs. 7, 8, and 9, and the witness Lindstrum, 
in answer to Qs. 2 to 11, fairly establish that there is now very little, if 
any, use made of these marks upon goods actually on the market. It is 
believed in consequence these registrations cannot be held to narrow the 
rights of the opposer in the instant proceeding.” 


He further said: 

Fg it is not seen why the applicant should have adopted this 
same syllable in its mark upon goods of this character. Having all the 
field before it from which to select its mark, it would seem it should not 
have adopted one containing this particular syllable common to the op- 
poser’s marks. If there is doubt it must be, following the usual rule, re- 
solved against the newcomer. It is believed confusion of origin is probable. 
Malone v. Horowitz, 399 O. G. 416, 41 F. (2d) 414, C. C. P. A. [20 T.-M. 
Rep., 462].”® 


* United Drug Co. v. Rex Research Corp., 156 M. D. 508, October 24, 
1930. 
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Moors, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for flour, a mark consisting of a red disk or ball 
with the words “Red Ball” written thereacross, in view of the prior 
adoption, use and registration by opposer of a trade-mark con- 
sisting of a red ball with the name “Heckers’ ” written thereacross 
as applied to goods of the same descriptive properties. 

The ground of the decision is that the marks are confusingly 
similar. 

In his decision, after stating that the applicant had set up as 
a defense to the opposition a large number of registrations showing 


| trade-marks for flour and similar ingredients of food involving as 


an element thereof a ball or disk, the Assistant Commissioner said: 


“With respect to the trade-marks noted by the applicant, it may be 
stated that they may not be referred to on the question of confusing 
similarity of the marks in controversy (American Fruit Growers v. Michi- 
gan Fruit Growers, Inc., 393 O. G. 789, 38 F. [2nd] 696; Standard Oil Co. 


| v. Epley, 40 F. [2nd] 997).” 


He then said: 


“A comparison of the marks shows that the only distinction between 
them is the use of the word ‘Heckers’’ on the opposer’s mark and the 
use of the words ‘Red Ball’ on the applicant’s mark. 

“It is believed that the dominant characteristic of the two marks 
consists of a red ball and that their concurrent use on goods of the same 
class would be likely to cause confusion in the mind of the public (citing 
decisions of the Court of Customs and Patent Appeals).” ° 


Descriptive Terms 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, under the Act of 1905, the notation ‘““Waxwood” as a trade- 
mark for candles. 

The ground of the decision is that, it appearing that these 
candles have cores of stiff material embedded therein, the mark 
is descriptive if that core is made of wood. 

In his decision, the First Assistant Commissioner noted that 
the examiner objected to a description of the goods as candles 
as being indefinite and that description was amended to state that 


* Hecker-Jones Jewell Milling Co. v. Consolidated Companies, Inc., 156 
M. D. 475, August 27, 1930. 
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the candles were made of or comprised of wax, paraffin, or similar 
substances, and was subsequently modified to state that the candles 
had cores of stiff material imbedded therein. 
With reference to the question of descriptiveness, he said: 
“It is deemed self-evident that if these candles are made of wax 
and have wooden cores, the notation which but recites the names of these 
two materials is merely descriptive of the goods and its registration is 


barred by the statute. If the cores are made of material other than wood 
the notation would not be descriptive.” 


In his statement the examiner called attention to candles which 
had been purchased at various department stores which comprised 
a wooden core covered with wax. The First Assistant Commis- 
sioner sustained the applicant’s objection to the consideration of 
these candles as showing the descriptiveness of the term, since 
nothing had been submitted to show that any of the goods were 


on sale before the alleged date of adoption and use of the mark 
by the applicant.*° 


Moorg, A. C.: Held that applicant is not entitled to register 
as a trade-mark for electrical conduits, etc., the term “Square- 
Duct,” even though there was filed in the application the statement, 
“the letters u c t being disclaimed apart from the common law 
rights which applicant has therein.” 

The ground of the decision is that the mark is clearly descrip- 
tive of the goods and the disclaimer is ineffective. 

In his decision the Assistant Commissioner said: 

“Whether a mark consisting of a descriptive term is registrable de- 
pends upon the effect it produces upon the public mind. If it is descrip- 
tive of the goods with which it is used or of the character or quality of 
such goods or if it be of such a nature as to deceive the public into be- 


lieving that such goods possess qualities or characteristics which they do 
not in fact possess, such mark is clearly unregistrable.” 


Then, after noting that applicant, in his advertisements, has 
used the mark in association with a pictorial illustration of a square 
conduit for electrical wires, he said: 


* Ex parte St. Louis Candle & Wax Co., 156 M. D. 488, September 23, 
1930. 








DECISIONS OF THE COMMISSIONER OF PATENTS 607 


“The above disclaimer does not relieve the case of the objection of 
descriptiveness, since the mark would still be clearly descriptive of the 
goods.” * 


For What Goods 


Moore, A. C.: Held that applicant is not entitled to register 
a trade-mark for investment trust bonds. 

In his decision, after referring to the rulings in a number of 
cases, including Ex parte Rex Agency, 389 O. G. 3, the Assistant 
Commissioner said: 


“I am of the opinion that the thing of real value in the applicant’s 
case is the contract written in the bond and that the bond is mere evidence 
of the contract and does not constitute goods or merchandise within the 


meaning of these terms as used in the Trade-Mark Act of February 20, 
1905.” * 


Geographical Term 


Moors, A. C.: Held that the applicant is not entitled to regis- 
ter the term “Avon” as a trade-mark for tooth brushes, since this 
term is geographical. 

In his decision, after stating that the word in question is the 
name of a village in New York, one in Ohio, and a town in Massa- 
chusetts, the Assistant Commissioner said: 


“The law of trade-marks (Act of February 20, 1905) specifically 
provides that a mark consisting of a mere geographical name or term 
shall not be registered. 

“The reason for the law is that every manufacturer or dealer doing 
business in any town or village having the name ‘Avon’ would have the 
right to appropriate such name to his goods.” * 


Non-conflicting Marks 


Moors, A. C.: Held that applicant is entitled to register, as 

a trade-mark for gasoline, etc., a trade-mark comprising two con- 

centric circles and the word “Benz-O-Lite” printed upon a red 

background, which, in turn, has a green background filling the inner 

circle, notwithstanding the prior use and registration by opposer 
“Ex parte Square D Company, 156 M. D. 506, October 23, 1930. 


2 Ex parte The Union Deposit Company, 156 M. D. 500, October 14, 
1930. 


** Ex parte California Perfume Co., Inc., 156 M. D. 494, September 29, 
1930. 
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of the term “Betholine-Gas” and of the word “BethOline” in asso- 
ciation with certain other words, as trade-marks for the same 
goods. 

The ground of the decision is that the marks are not con- 
fusingly similar, especially in view of a number of marks for these 
goods which have been used and registered which end in the syllable 
“ine” or the syllable “‘ene.” 


ee ey. 


In his decision, the Assistant Commissioner said: 


“I am of the opinion that the decision of the examiner in so holding 
is without reversible error. The members of the public who are now re- 
quired to distinguish the opposer’s mark ‘Betholine’ from such marks for 
motor and other oils as (listing such marks as ‘Valvoline, ‘Havoline,’ 
‘Purolene,’ and a number of others ending in ‘ine’ or ‘ene’) would not 
be likely to confuse the opposer’s mark ‘Betholine’ with the applicant’s 
mark ‘Benz-O-Lite,’ when displayed as above indicated.” “* 


ROM ee 


ee, Sy dines 
See Ngo Nee 


Non-descriptive Terms 


Moore, A. C.: Held that the term “Enduro” is not descrip- 
tive of desks, transfer cases and filing cabinets but that it is not 
registrable to the applicant in view of the prior adoption use and 
registration by opposer of that same term as a trade-mark for rust- 
resisting and anti-corrosive metal made up into steel bars, slabs, 
sheets and billets. 

With respect to the question of descriptiveness, the Assistant 
Commissioner, after stating that the controlling question is whether 
the goods of the two parties are of the same descriptive properties, 
said: 

It may be stated in passing, however, that the word ‘Enduro’ is 
not regarded as either descriptive or misdescriptive of the goods of either 
party. This word is not an authorized English word and therefore can 
have no descriptive function in the English language. At most, by rea- 


son of its resemblance to the word endurance, it may suggest that the 
goods to which it is applied have the property of endurance.” 





With reference to the question of the goods being of the same 
descriptive properties, after noting that applicant seems to admit 
that the opposer is entitled to the use of its mark on sheets com- 
posed of rust-resisting metal, but contends that the mark is also 


144 Sherwood Bros. Inc. v. Jiles R. Tranis, 156 M. D. 497, October 1, 1930. 
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registrable to the applicant when appropriated to desks, etc., he 
said: 


“It would appear, therefore, that the applicant is practicing a deceit 
upon the public in suggesting that its articles are composed of the op- 
poser’s ‘Enduro’ steel and to the injury of the opposer. But assuming 
that the applicant uses the opposer’s ‘Enduro’ steel in fabricating its 
articles, still it is not clear that the same mark could be twice applied to 
the same finished article, first, to indicate the origin of the metal, and, 
second, to indicate the origin of the completed article, without producing 
confusion in the mind of the purchaser. 

“While it may be true that there are cases in which a completed 
article may be said to have different descriptive properties from those of 
one or more of its parts, yet it is believed that no such state of facts is 
presented by the instant case. (Citing The Canton Culvert § Silo Com- 
pany v. Consolidated Car-Heating Company, 1916 C. D. 177; 44 App. 
D. C. 491 [6 T.-M. Rep. 280], and Lincoln Motor Co. v. Lincoln Manufac- 
turing Co., 1928 C. D. 169; 58 App. D. C. 191 [18 T.-M. Rep. 304]). 


With reference to the further question whether the opposer is 
damaged, he said: 

“As to the question of damage to the opposer, it is believed that the 
allegations set up in the opposer’s bill of complaint when considered in 


connection with Sections 6 and 7 of the Trade-Mark Act of February 20, 


1905, give to the opposer the right to oppose the registration of the ap- 
plicant’s mark.” * 


Moore, A. C.: Held that applicant is not entitled to register 
the term “League” as a trade-mark for bowling pins, since this 
word does not function as a trade-mark. 

In his decision, the Assistant Commissioner says: 

“The word ‘League’ does not function as a trade-mark by identify- 
ing the origin or ownership of the goods. It merely suggests, when ap- 
plied to an article of trade that such article conforms to a standard 


adopted by a league. Every league should be accorded the right to call its 


bowling pins league pins, and every manufacturer of bowling leagues 
should have the same right.” * 


Surname Not Distinctively Presented 


Moorg, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, as a trade-mark for seat covers, a mark con- 
sisting of the surname “Fry” printed in black, the name being 


* Central Alloy Steel Corp. v. Steel Furniture Mfg. Co., 156 M. D. 502, 
October 20, 1930. 


** Ex parte The Brunswick-Balke-Collender Company, 156 M. D. 493, 
September 29, 1930. 
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written with a capital F followed by a capital R and a small y, the 
top of the F extending over the other two letters. 

The ground of the decision is that the name is not written in a 
distinctive manner and therefore its registration is forbidden by 
the statute. 

In his decision, after referring to the decision in In re 
Artesian Manufacturing Company (166 O. G. 988, 87 App. D. C. 
113 [1 T.-M. Rep. 53]), S. F. Bowser § Co., Inc. (117 Ms. D. 
840 [5 T.-M. Rep. 466]) and Ex parte Mark Cross Co. (102 O. G. 
622), as showing the construction which had been placed upon the 
statute with reference to names, the Assistant Commissioner said: 

“The word ‘Fry’ is the dominant characteristic of the applicant’s 
mark. The manner in which the name is displayed would not be apt to 
attract the attention of the ordinary observer and would certainly not 
outweigh the significance of the name. The mark clearly would not dis- 


tinguish the applicant’s goods from like goods of other persons having 
the name ‘Fry.’”” 


Moore, A. C.: Held that the applicant is not entitled to 


register as a trade-mark for shoes, hosiery and shoe polish the 
name “Nisley’s” written with the letters somewhat slanted and so 
arranged as to give a somewhat sawtooth effect at the top and 
bottom of the name, on the ground that the mark is not distinc- 
tively displayed. 

In his decision, after citing, and quoting from the decision in 
In re Artesian Manufacturing Company (166 O. G. 988, 37 App. 
D. C. 118 [1 T.-M. Rep. 53], the Assistant Commissioner said: 


“To the same effect is the decision in Ex parte Mark Cross Co., 
(102 O. G. 622; 1903 C. D. 23) in which it was stated that in order for 
a name to be registrable as a trade-mark the peculiarities of the expression 
of the name must so far transcend the mere name that the peculiarities 
and not the name become the significant and striking elements which 
affect the mind when the word is considered.” * 


** Ex parte Walter L. Fry, 156 M. D. 484, September 16, 1930. 


*Ex parte The Nisley Shoe Company, 156 M. D. 494, September 
29, 1930. 














UNITED STATES TRADE-MARK ASSOCIATION 


ITS SERVICES TO MEMBERS 


The Association is a membership corporation, conducted with- 
out profit, and includes in its membership the leading trade-mark 
owners in the United States, besides a number in Canada and 
European countries. 

FULL MEMBERSHIP in the Association is limited to owners 
of trade-marks. Attorneys and others interested in trade-mark 
matters are eligible to ASSOCIATE MEMBERSHIP, which 
entitles them to the monthly Bulletin and information service. 

During fifty years of its existence, it has accumulated the most 
complete library and files of information on trade-mark matters 
to be found anywhere in the world. Its monthly Bulletin, sent 
to members, covers current legislation or litigation of interest 
throughout the world. Its readers always know where they stand 
on their trade-mark problems. 

We furnish reliable information to members or counsel on 
any question of trade-mark adoption, protection or use. We do 
not give legal advice, or discharge the duties of an attorney or 
counsel. 

We list and index trade-marks of members advising them of 
special conditions or changes in the law affecting their trade- 
marks in any country where registered. 

We receive regularly the official publications of all foreign 
countries, listing trade-mark registrations or applications. These 
are carefully read to detect marks that infringe those of our 
members. Prompt notice of such cases is given. Over fifty 
periodicals are examined each month for that purpose. 

We file, record and publish in the Bulletin trade-mark slogans, 
in use by members, thereby affording a record of the members’ 
use and claim. 

All searches in our own records are without cost to members. 
Searches in other records, official or unofficial, are furnished 
at cost. 

We have facilities for investigating any question of fact affect- 
ing a trade-mark, as whether a mark is in use and on what goods, 
when it was first used, whether infringing goods are on sale in 
any market, and by whom. These investigations are conducted 
for members at actual cost, usually nominal. 

We can furnish promptly copies of court opinions in cases of 
trade-marks or unfair competition, in printed or typewritten 
form, at the cost of typing. 

Our facilities for arbitrating disputes affecting trade-marks 
are discussed at length in the Bulletin of January, 1929. 

Proposed legislation on the subject of trade-marks receives 
the constant and careful attention of the Association. The 
organization has been of inestimable value to trade-mark owners 
in promoting proper legislation and opposing what is harmful. 
In foreign countries, as well as in the United States, the Asso- 
ciation has secured the enactment or amendment of laws in 
important instances. We should be glad to send on request an 
issue of the Bulletin detailing our work in this last particular. 





